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Estate Stove Co. v. Gray & DupLrey 
(41 F [2a] 462) 


United States Circuit Court of Appeals, Sixth Circuit 
June 13, 1930 


Unrarm Competirion—Wuat May Be Appropriatep. 
The familiar form of an article of furniture, like the descriptive 
word, is open to appropriation and use or imitation by any one. 
Unvam Competrrion—Seconpary Meanrnc—ImrratinG APPEARANCE OF 
Goons—Beartno on Issue or Discrtminatine CLIENTELE. 
Sometime after appellant had adopted for its room heaters the 
shape and appearance of a “Victrola” phonograph cabinet, which 
heaters it marked plainly in front with its name and its trade-mark 
“Heatrola,” appellee began to put out a similar heater, also patterned 
after a “Victrola,” with its name and its trade-mark “Washington 
Home Furance,” displayed interiorly on the doors of the fire-box. 
While assuming that appellant’s mark “Heatrola” had acquired a 
secondary meaning as identifying any cabinet heater so patterned as 
appellant’s product, held, nevertheless, that in view of the nature of 
the goods and the attention thereto naturally paid by prospective pur- 
chasers, appellee’s heaters were sufficiently differentiated to avoid 
confusion. ; 
Unram Competrrion—Use or Srmitar ApvertisInc Prints anp SLocans. 
Where appellant advertised its product nationally by the use of 
a colored print and the slogan “No, this is not a phonograph,” the 
use by appellee of a similar colored print and the slogan “No, this 
is not a ‘Victrola’” was enjoined as unfair competition. 


In equity. Action for unfair competition. Decree of dismis- 


sal, and plaintiff appeals. Modified. For decision below, see 17 
T.-M. Rep. 375. 


F. M. Bass, of Nashville, Tenn. (Greer Marechal, of Dayton, 
Ohio, Fyke Farmer and Bass, Berry and Sims, all of 
Nashville, Tenn, and Drury W. Cooper of New York City, 
on the brief), for appellant. 
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K. T. McConnico and C. P. Hatcher (Pitts, McConnico and 
Hatcher on the brief), all of Nashville, Tenn., for 
appellee. 


Before Denison, Mack, and Moorman, Circuit Judges. 


Denison, C. J: The plaintiff below, appellant here, is a long- 
established manufacturer of stoves. Prior to 1921, it and many 
other manufacturers had made heaters consisting of what was es- 
sentially a stove surrounded with a casing and providing an inter- 
vening air jacket. Air was taken in near the floor, passed upward 
as it was heated, and discharged through gratings at the top, thus 
providing a circulatory heating system for a room. Also prior to 
1921, the phonograph or victrola cabinet had come to be a common 
article of room furnishing, and different styles and makes had a 
fairly typical and common appearance. At this time, plaintiff had 
what turned out to be a happy thought—making its circulating 
heater in the similitude of one of these cabinets, using therefor the 
size, form, and imitation of wood finish appropriate to accomplish 
the resemblance. Plaintiff named this article “Heatrola,’ and this 
name, in connection with the plaintiff's name, was prominently dis- 
played on the front. Following this adoption, plaintiff advertised 
its “Heatrola” very extensively and, as the District Judge said, 
in every conceivable manner. Undoubtedly, before 1925 its ap- 
pearance and identifying name had become familiar to a substan- 
tial part of the stove-purchasing public the country over. In the 
last named year the defendant, also a stove manufacturer, put upon 
the market a similar article. Its general resemblance to the con- 
ventional music cabinet was very obvious, and for the same reason 
it strongly resembled plaintiff's ““Heatrola.” 


In 1926 this suit was brought alleging unfair competition. 
The District Court dismissed the bill. It is clear enough, we think, 
that any manufacturer of articles for household use is primarily 
free to cast his product in the form, as near as may be, of some 
other household article. Such an imitation or adaptation may be 
very appealing and lead to a large demand; but where no mechani- 
cal invention is involved the law provides no means for giving 
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monopoly to the one who first gets the idea, except as such means 
may be found in a design patent. The case is substantially parallel 
with that of one who takes a descriptive word and uses it as the 
name of his commercially new article. The familiar form of an 
article of furniture, like the descriptive word, is open to appropria- 
tion and use or imitation by any one; the first user can acquire 
quasi exclusive rights only by use long enough and exclusive enough 
to give the word a secondary meaning, so that to that part of the 
public especially affected the word, or the form, indicates the 
origin of the article. 

Whether the record in this case justifies the conclusion that 
in 1925 a room heater in the form of a music cabinet had come to 
be publicly thought of, ipso facto, as the “Heatrola” of plaintiff, 
is much controverted, and the right conclusion is certainly not 
easy to be drawn. For the purposes of this opinion, we assume 
that the claimed secondary meaning was then fairly established. 
The result would be that defendant could not put out its stove in 
this music-cabinet form without so differentiating its product as to 
neutralize the otherwise natural public confusion. This the defend- 
ant says it undertook to do. Its article name, “Washington Home 
Furnace,” and its own name it displayed prominently enough, not 
on the outside front of the cabinet as plaintiff did, but upon the 
doors which immediately inclosed the firepot and which were seen 
as soon as the outside casing doors were opened. If this marking 
had been upon the outside, it would hardly be denied that the 
differentiation was sufficient; but whether such a nonexterior mark- 
ing is likewise enough when in some less obvious position must 
depend, we think, upon the nature of the article and the reasonable 
certainty that the mark will be seen and appreciated by the or- 
dinary purchaser. Misleading of the dealers is, of course, not 
involved; they would surely understand that they were buying 
from plaintiff's competitor. We think the nature of this article 
and its natural handling in the stores are such that the ordinary 
purchaser would understand that he was not buying a “Heatrola.” 
Considering the class of purchasers who would be the normal cus- 
tomers for such an article, it would not often be purchased merely 
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from an advertisement or from a hasty glance at one on display, 
but it would naturally be somewhat carefully examined by the 
purchaser. He would be curious about its operation. He would 
examine to see how the fuel was put in where it was burned, how 
the ashes were taken out, etc.; and a sale made without opening 
the outside casing and being confronted by defendant’s name as 
the maker and by defendant’s adopted trade-name of the article, 
would be so far unusual as to negative any inference of probable 
misleading. Doubtless there are many articles as to which the 
maker, adopting an external resemblance to another’s product, 
ought to give “the antidote with the bane,” and display his own 
marks prominently on the outside, because sales would be made 
upon a first impression of identity; but we cannot so classify this 
heater; sales would not be so made. 

The principles to be applied are sufficiently discussed in our 
opinions in Globe-Wernicke Co. v. Macey (C. C. A.) 119 F. 696, 
703; Merriam v. Saalfield (C. C. A.) 288 F. 1 [2 T.-M. Rep. 1]; 
Upjohn v. Merrell Co. (C. C. A.) 269 F. 209 [11 T.-M. Rep. 87]; 
and Moline Co. v. Dayton Co. (C. C. A.) 80 F. (2d) 16. See also 
Cheney v. Doris (C. C. A. 2) 85 F. (2d) 279 [19 T.-M. Rep. 225]. 

In one respect defendant transgressed the limits of fair com- 
petition. Plaintiff advertised in national periodicals with a colored 
print of its article, accompanied by the phrase (called the slogan), 
“No, this is not a phonograph.” Defendant advertised with a 
very similar print of its article, accompanied by the slogan, “No, 
this is not a Victrola.” It would be the inevitable, and therefore 
it must be thought the intended, result that this close imitation of 
plaintiff’s picture and slogan would be confusing. Those who had 
been familiar with plaintiff's characteristic advertising and inclined 
to buy from plaintiff, and then had this desire promoted by 
plaintiff’s advertising, might open up a correspondence with de- 
fendant without noticing that defendant was not plaintiff. This 
advertising was clearly wrongful and subject to injunction. It is 
true that this was not long continued, but plaintiff was not obliged 
to reply upon defendant’s discontinuance. It was entitled to an in- 
junction. Walker on Patents (6th Ed.) § 741. 
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However, we think it clear that it would be impossible to 
trace to this single element of forbidden unfair competition any 
distinct damage; the substantial thing to which plaintiff’s loss of 
trade was due was the general resemblance, and we have held that 
this was not, under the circumstances, forbidden; for the damage 
caused for this too closely imitated advertising, plaintiff is not en- 
titled to an accounting. Ludington v. Leonard (C. C. A. 2) 127 
F. 155, 157; I. T. 8. Co. v. Tee Pee Co. (C. C. A. 6) 288 F. 794, 
798 [18 T.-M. Rep. 808]; W. A. Gaines v. Rock Spring Co. 
(C. C. A.) 226 F. 581, reversed (246 U. S. 812, 38 S. Ct. 827, 62 
L. Ed. 738) [8 T.-M. Rep. 155], but not on this point. 

The decree below should be modified so as to award an injunc- 
tion to the extent indicated by this opinion, and not otherwise; ap- 
pellant should recover the costs of this court; and the relief to be 
granted in the court below, being only partial and perhaps rela- 
tively unimportant, the costs of that court will be awarded, or 
divided, according to the discretion of that court. 


Woopwarp ET AL. v. Wuite Satin Mitts Corp. 


United States Circuit Court of Appeals, Eighth Circuit 


August 9, 1930 


Trape-Marxs—Tirt—E—GENERAL AssIGNMENT SUFFICIENT TO Convey TRADE- 
Marx. 

An assignment of the business and good-will of the business 

carried with it the trade-mark used in connection with such business 


and good-will. A formal assignment of the trade-mark was not 
necessary. 


Trane-Marxs—Sare By Trustee in Banxruprcy—Use or Marx 1n Cor- 
porate Name Arrer AssiGNMENT TO ANOTHER—INJUNCTION. 

A sale of trade-marks, together with the good-will of the business 
made to the trustee in bankruptcy and by him to appellant, held valid. 
Hence, the decision enjoining the use by appellee of the mark “White 
Satin” in its corporate name was affirmed. 


In equity. Action for unfair competition. From a decision 
for plaintiff, defendants appeal. 


Affirmed. 
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John E. Stryker, of St. Paul Minn., and Trafford N. Jayne, 
of Minneapolis, Minn. (Stryker and Stryker, of St. Paul, 
Minn., on the brief), for appellants. 


Frank A. Whiteley (Chester W. Johnson, on the brief) both 
of Minneapolis, Minn., for appellee. 


Bootn, C. J.: This is an appeal from a decree in equity in 
a suit by appellee, as plaintiff, against appellants, for an injunction 
to restrain them from infringing certain trade-marks claimed to 
be owned by plaintiff, and for other relief. 

Three trade-marks are involved: No. 166,348, registered April 
8, 1928, application filed November 21, 1921, covering the words 
“White Satin” used in connection with sugar; No. 56,511, regis- 
tered October 2, 1906, covering the words “White Satin” used in 
connection with wheat flour, and renewed August 24, 1926; 
No. 182,296, registered April 8, 1924, covering the words “Best 
White Satin” in combination with a picture of children and kittens, 
used in connection with wheat flour. 


Plaintiff claims title to said trade-marks through a sale to 
A. L. Luick by the trustee in bankruptcy of White Satin Mills, 
Incorporated. Defendants claim that the title is in John H. Wood- 
ward, or in him and his brother as to one trade-mark. 

The facts disclosed by the record bearing on the question of 
ownership are substantially as follows: 


As to Trade-Mark No. 166,348 


In 1919 or 1920 John H. Woodward and Ralph P. Woodward, 
his brother, formed a partnership known as J. H. Woodward Com- 
pany, and began selling sugar under the name “White Satin.” 
November 21, 1921, application was made to register the trade- 
mark “White Satin” for icing sugar in the name of the partnership. 
The application was signed by John H. Woodward. The registra- 
tion issued in April, 1928. Meanwhile, in the spring of 1922, 
Ralph P. Woodward quit the partnership and took his money out. 
John H. Woodward continued the business alone. In August, 1922, 
a corporation was organized called “White Satin Sugar Company,” 
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and Ralph P. Woodward returned to the business. The assets and 
the business were transferred to the corporation, and it continued 
to carry on the business and to exclusively use the trade-mark until 
1927. The only stockholders in the corporation were John H. 
Woodward, his wife, and his brother Ralph P. Woodward. The 


name of the corporation was changed in 1925 to White Satin Mills, 
Incorporated. 


As to the Trade-Marks No. 56,511 and No. 182,296 


These trade-marks were originally owned by the Barber Mill- 
ing Company. In 1924 they were bought, along with a number of 
other trade-marks, by the White Satin Sugar Company. These 
two trade-marks were used in connection with flour exclusively by 
that company under its original name and under the name of the 
White Satin Mills, Incorporated, until 1927. A document purport- 
ing to be an assignment of these two trade-marks by the White 
Satin Sugar Company to John H. Woodward, bearing date Octo- 
ber 22, 1924, was introduced in evidence. The document bore an 
indorsement, “Stamp Cancelled. 28803. Papers Returned Div. 
D.” The testimony showed that this document had been sent at 
some time not definitely fixed to the Patent Office, and had been 
returned unrecorded, but with the above indorsement on it. 

In 1926 the trade-mark No. 56,511 was renewed by “White 
Satin Mills, Incorporated, a corporation of Minnesota, assignee by 
mesne assignments.” The application for this renewal was 


signed by John H. Woodward. 


Late History 


In February, 1927, the White Satin Mills, Incorporated, be- 
came financially embarrassed, and it conveyed all its property to a 
trustee for the benefit of creditors, including its business and the 
good-will thereof, with power to continue the business. By a 
separate instrument an attempt was made to transfer the three 
trade-marks and the good-will of the business to the trustee, and 
in this instrument appeared a claim on the part of John H. Wood- 


ward personally to some right, title, or interest in the trade- 
marks. 
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The trust agreement was not successful, and bankruptcy pro- 
ceedings followed. March 26, 1927, a voluntary petition was filed. 
April 4 a receiver was appointed with power to carry on the busi- 
ness. April 16 an adjudication was had. May 11 a trustee was 
appointed with power to sell the property. Bids were received 
by the trustee from John H. Woodward and A. L. Luick, and 
perhaps others. November 28, 1927, the property was sold to 
A. L. Luick. The sale covered machinery and equipment, tools, 
office furniture, a number of trade-marks, including those here 
in controversy, the corporate books and records; together with the 
good-will of the bankrupt’s business, and of all business done by 
the bankrupt under the trade-marks, including the use or abandon- 
ment of the corporation name. 

Meanwhile, in June, 1927, John H. Woodward organized a 
new corporation, having the name White Satin Sugar Company, 
and having as its officers, himself as president, his brother Ralph 
as secretary and treasurer, and his wife as vice-president. The 
corporation immediately started in the business of selling sugar, 
using the words “White Satin” in connection therewith, and operat- 
ing in the same building formerly occupied by the White Satin 
Mills, Incorporated, and in which were located the equipment and 
machinery sold by the trustee in bankruptcy to Luick. 

In July, 1927, the trustee in bankruptcy commenced a suit 
in equity against the Woodwards and the new corporation, praying 
for an injunction restraining them from using said trade-marks. 
This suit was pending when the sale was made by the trustee to 
Luick as above set out. After the sale to Luick the said suit by 
the trustee was dismissed on motion of the defendants, on the 
ground that the trustee had ceased to have any interest in the sub- 
ject-matter of the suit. 

Luick, after the sale to him by the trustee in bankruptcy of 
the assets and equipment of the White Satin Mills, Incorporated, 
including the trade-marks and the good-will of the business, went 
to the building where the machinery and other equipment were 
located and where the new White Satin Sugar Company was doing 
business, and demanded the equipment, machinery, etc., which he 
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had purchased from the trustee in bankruptcy. Woodward refused 
to allow any of it to be removed. Woodward also threatened cer- 
tain manufacturers of bags and cartons with suit if they manufac- 
tured for Luick bags and cartons having any of the said trade- 
marks thereon. 

In January, 1929, the present suit was commenced, the plain- 
tiff being the vendee to whom Luick transferred the property, 
including the trade-marks, which he had bought from the trustee 
in bankruptcy. 

Considerable business in the sale of sugar and flour under 
said trade-marks has been done by the new White Satin Sugar 
Company under the management of John H. Woodward since 
June, 1927; and a small amount of business of similar character has 
been done by the plaintiff company under the management of Luick. 


The Present Suit 


The trial court by its decree held that the White Satin Mills, 
Incorporated, was on the sixteenth of April, 1927, the date of its 
adjudication in bankruptcy, the sole and exclusive owner of the 
several trade-marks in controversy; that they passed with the as- 
sets, business, and good-will of the business of the corporation to 
the trustee in bankruptcy; that they were sold by the trustee with 
the assets, the business, and good-will of the business to Luick; 
that the same were sold by Luick to plaintiff and the plaintiff had 
used the trade-marks in the business done by it, and had not ‘aban- 
doned them. It held further that there had been a failure to make 
a formal assignment of trade-mark No. 166,348 to the White Satin 
Sugar Company in 1922 when the assets and business and good-will 
of the business of J. H. Woodward Company were transferred to it. 
It held further that the defendants, the new White Satin Sugar 
Company and John H. Woodward and Ralph P. Woodward, had 
infringed the rights of plaintiff secured by the several trade-marks 
in controversy. The decree ordered a formal assignment of trade- 
mark No. 166,348 to be made by John H. Woodward and Ralph 
P. Woodward to plaintiff; and an injunction against defendants, 
restraining them from using said trade-marks or either of them, 
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and from using the words “White Satin” in the corporate name of 
the defendant corporation. 

One of the questions raised by the assignments of error is 
whether the White Satin Mills, Incorporated, owned the trade- 
marks at the time of its adjudication in bankruptcy. Trade-mark 
No. 166,348 had been registered in the name of the partnership 
J. H. Woodward Company in April, 1923. The application for 
registration had been made in November, 1921. Between these 
dates the corporation White Satin Sugar Company had been formed 
and the business and the good-will of the business, whether of 
the partnership or of John H. Woodward doing business alone 
under the partnership name, had been sold to the corporation. 
This sale carried with it the trade-mark in connection with the 
business and the good-will. A formal assignment of the trade- 
mark, although desirable for record purposes, was not necessary. 
Hopkins on Trade-Marks (4th Ed.) pp. 28, 30, and cases cited; 
President Suspender Co. v. Macwilliam (C. C. A.) 288 F. 159; 
Replogle v. Air-Way Co., 52 App. D. C. 864, 287 F. 765; Detroit 
Creamery Co. v. Velvet Brand, etc., Co., 187 Mich. 812, 153 N. W. 
664. 

As to the Barber trade-marks, they were bought and paid for 
by the corporation, White Satin Sugar Company. It is true John 
H. Woodward claimed and introduced evidence tending to show 
that he was the owner of the trade-marks and that the corporation 
was a mere licensee; but the record as a whole in the judgment of 
the trial court refuted such a claim, and we think the trial court 
was right. There was no written license shown; there were no 
terms or details of an oral license diclosed by the evidence; there 
was no tenable reason given for making a license. Further, the 
position of John H. Woodward as to his interest in the trade- 
mark No. 166,348 has been inconsistent. In his answer to the 
complaint in the suit against him by the trustee in bankruptcy, he 
alleges that he and his brother Ralph are the owners of this trade- 
mark. But, in his answer in the case at bar, he alleges that he is 
the owner by assignment from J. H. Woodward Company. On 
this appeal both positions are taken at one time or another. 
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As to the Barber trade-marks, a purported assignment from 
the White Satin Sugar Company to John H. Woodward, dated 
October 22, 1924, was produced. But it is evident that the parties 
thereafter considered this document of no effect. The evidence 
does not show that any business or good-will of any business was 
in fact transferred. The corporation kept on doing all the busi- 
ness which was done. And when in 1926 a renewal of one of these 
Barber trade-marks (No. 56,511) was obtained, the application for 
the renewal in the name of the corporation White Satin Sugar Com- 
pany was signed by John H. Woodward, and the renewal was 
obtained in the name of the corporation. 

When viewed as a whole, we think the record clearly shows 
that the White Satin Mills, Incorporated, was the sole and exclu- 
sive owner of all three of the trade-marks at the time of the adjudi- 
cation in bankruptcy. 


That the trade-marks owned by the bankrupt corporation and 
the good-will of the business passed to the trustee in bankruptcy, 
and in turn passed by the trustee’s sale to Luick, cannot be seriously 


questioned. 11 USCA § 110 (a) (2); Hopkins on Trade-Marks 
(4th Ed.) p. 30; Sarrazin v. Irby Cigar § Tobacco Co. (C. C. A.) 
93 F. 624, 46 L. R. A. 541; S. F. Myers Co. v. Tuttle (C. C.) 188 
F. 285; Sawilowsky v. Brown (C. C. A.) 288 F. 588. 

In September, 1928, an application was made to register for 
sugar the trade-mark or part of the trade-mark No. 182,296, there- 
tofore registered for flour. This application was made, not in the 
name of John H. Woodward, but in the name of the new corpora- 
tion, White Satin Sugar Company, and claim was made of “use” 
since about October 1, 1924. The only “use” shown by the record 
use” by the original White Satin 
Sugar Company under that name, and under its later name, White 
Satin Mills, Incorporated. This claim of “use” in connection with 


ce 


during that period was the 


the application to register a trade-mark would seem to indicate that 
the Woodwards were asserting that in some way the new White 
Satin Sugar Company was the successor of the bankrupt corpora- 
tion. 
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The appropriation by John H. Woodward and by his new 
use” by the 
bankrupt corporation throws light on their appropriation of the 
trade-marks and the good-will of the business of the bankrupt 
corporation. This “use” and these trade-marks and the good-will 
of the business were not subject to appropriation either by John 
H. Woodward or by the general public. They were assets of the 
bankrupt corporation, and passed to the trustee in bankruptcy, and 
by his sale to the purchaser. The passing through bankruptcy of a 
corporation involves something more than a mere shedding of its 
debts, as a snake sheds its skin; it involves the distribution of its 
assets among its creditors, not an appropriation thereof by its 
stockholders. 

Another contention of appellant is that Luick acquired the 
trade-marks from the trustee in bankruptcy with full knowledge 
of the claim of John H. Woodward, and that the dismissal of the 
suit brought by the trustee in bankruptcy was in effect an adjudica- 
tion that the trustee in bankruptcy had no title to the trade-marks, 
and was binding on Luick, who had an opportunity to have his 
rights determined in that suit. 

It may be assumed that a dismissal of a suit in equity, without 
more, is to be presumed to be a dismissal on the merits. Freeman 
on Judgments (5th Ed.) § 760; Durant v. Essex Co., 7 Wall. 107, 
19 L,. Ed. 154; Wilson v. Smith (C. C. A.) 126 F. 916, 919; Fowler 
v. Osgood, 141 F. 20,4 L. R. A. (N. S.) 824 (C. C. A. 8); Hickey 
v. Johnson, 9 F. (2d) 498 (C. C. A. 8). But that rule is subject 
to the important qualification that the record may be examined to 
determine the character of the dismissal, and that the presumption 
is thus liable to be overcome. Freeman on Judgments (5th Ed.) 
§ 761; Swift v. McPherson, 282 U. S. 51, 34S. Ct. 289, 58 L. Ed. 
499; Hughes v. United States, 4 Wall. 282, 287, 18 L. Ed. 803; 
Vicksburg v. Henson, 231 U. S. 259, 84 S. Ct. 95, 58 L. Ed. 209; 
Groblewski v. John Chmiell Co. (C. C. A.) 268 F. 240; Ledbetter 
v. Wesley, 28 F. (2d) 81 (C. C. A. 8); Schnerb v. Caterpillar Co. 
(C. C. A.) 24 F. (2d) 877. 


“ce 


corporation, White Satin Sugar Company, of this 
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In the case at bar, the order of dismissal shows conclusively 
that the dismissal was not on the merits. 

Further, Luick was not a party to that suit, and naturally and 
in fact had no notice of the motion to dismiss. 

It is further contended by appellant that Luick and the 
plaintiff corporation have made very little use of the trade-marks 
and in effect have abandoned the business in which they were used. 
The answer to this contention is that the record shows that there 
has been enough business done with use of the trade-marks to 
demonstrate that there has been no abandonment; and the record 
further shows that the small extent of the business done has been 
largely and directly due to the infringing acts of the defendants. 

Finally, it is urged that the injunction should not have re- 
strained defendants from the use of the words “White Satin” in the 
corporate name of the new White Satin Sugar Company. We can- 
not agree with this suggestion. The sale by the trustee in bank- 
ruptey, under the circumstances here involved, included the right 
to use the corporate name of the bankrupt corporation. The es- 
sential feature of the corporate name was the words of the trade- 


mark ‘“‘White Satin.” The defendants having been found to have 
no right or title to the trade-marks, we think that reasonable pro- 
tection of the rights of plaintiff required a disuse by defendants 
of the words “White Satin’ in the name of the defendant corpora- 
tion. 


Our conclusion is that the decree should be affirmed,. and it 
is so ordered. 


McGitu Mre. Co. v. Leviron Mra. Co. 
United States District Court, Eastern District of New York 
May 6, 1930 


Unram Competirion—TEst. 
In dealing with unfair competition cases, first impressions as to 
appearance should be given weight. 
Unram Competirion—Functionat Features—How Far Pusuici Juris. 
Functional elements may be copied in so far as it is necessary to 
reproduce their essential functional characteristics, but not their form. 
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Unram Competirion—Imrratinac GenerRAL Form anp APPEARANCE OF 

Goons. 

Where, after plaintiff had sold its fixture switch devices and 
identified them to the public by a distinctive shape and appearance 
long enough to give them a secondary meaning, under the mark 
“Levolier,” the sale by the defendant of devices having the same 
general appearance was enjoined as unfair competition. 


In equity. Action for unfair competition. Decree for plain- 
tiff. 


George L. Wheelock, of New York City (Maz W. Zabel, of 
Chicago, Ill., of counsel), for plaintiff. 

Gifford, Scull and Burgess, of New York City (George F. 
Scull, of New York City, of counsel), for defendant. 


Moscowitz, D. J.: This is a motion for a preliminary injunc- 
tion. The action involves an alleged patent infringement and 
alleged unfair competition. The only question raised by this motion 
relates to the alleged unfair competition, and not to the alleged 
patent infringement. 

Plaintiff has been manufacturing a fixture switch device, Plain- 
tiff’s Exhibit A, for a period of about eight years. For the last 
four years plaintiff has also been manufacturing and selling a 
link, as shown in Plaintiff's Exhibit B, which is frequently used 
in connection with the device, Plaintiff’s Exhibit A. 

The defendant has been manufacturing two devices, plaintiff's 
Exhibits C and D, for approximately three months in form, sub- 
stance, and appearance the same as plaintiff's Exhibits A and B. 
While a minute examination of the exhibits does show some minor 
differences, one’s first and last impressions of the exhibits are that 
they are for all practical purposes and appearances one and the 
same. In dealing with unfair competition cases, first impressions 
as to appearance should be given weight. The impression received 
by the court when these exhibits were first shown was that the 
devices were practically one and the same, and this impression 
has been confirmed by a more careful study and examination 
thereof. 

Plaintiff's Exhibits A and B have met with great commercial 
success. Plaintiff has for about eight years manufactured and sold 
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fixture switches like Exhibit A, all having the same design, shape, 
and appearance, except for somewhat dissimilar, ornamental, rib 
effects. Originally the casings for said fixture switches were 
made with two concentric strengthening ribs, in place of the three 
parallel strengthening ribs which are now used in the device manu- 
factured by plaintiff. 

Since about August, 1926, plaintiff has continuously manufac- 
tured and sold on the open market switches like Plaintiffs’ Exhibit 
A in the identical form of Exhibit A and having three parallel 
strengthening ribs. The sales have been very large, plaintiff hav- 
ing sold millions of switches such as Exhibit A. Since plaintiff 
began the manufacture of these devices with the parallel strength- 
ening ribs, it has made and sold upwards of four million of such 
devices. The shape of the brass cap and shell and the appearance 
of the insulating barriers guarding the openings through said shell 
and cap have been consistently the same in the two forms men- 
tioned, namely, the form with the concentric strengthening ribs and 
the form with the parallel strengthening ribs. 

Due to the distinctive shape and appearance of plaintiff's 
fixtures, they acquired a secondary meaning so that the purchasers 
of similar devices of this nature understood and believed them to 
be the manufactured articles of plaintiff. Plaintiff’s devices have 
been stamped with plaintiff's trade-mark “Levolier’” in a con- 
spicuous place on the back thereof, so that such distinctive name 
and trade-mark constituted the most prominent lettering appearing 
upon the devices. 

On or about April, 1926, the plaintiff, in order to adapt Plain- 
tiffs Exhibit A for inclusion in a supporting element such as a 
chain, added an attachment link as shown in Exhibit B. The design 
selected by the plaintiff for such attachment link was not due to 
any function-performing requirements, as there were many forms 
of attachment links that could be readily adapted to fulfill the 
functions of said attachment link, without the same being in the 
distinctive form selected by the plaintiff. This distinctive attach- 
ment link has also acquired a secondary meaning so that purchasers 
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when seeing similar attachment links of this general form and shape 
believe that they were manufactured by the plaintiff. 

There can be no doubt that confusion exists between plaintiff's 
and defendant’s devices, and that purchasers are more than likely 
to be deceived in buying defendant’s devices believing them to be 
plaintiff's devices. There is no dispute between plaintiff 
and defendant as to the law that the plaintiff is entitled to 
recover in an action for unfair competition when the defendant, 
a competitor, has unnecessarily and knowingly imitated 
his rival’s devices to such an extent that purchasers are likely to 
be deceived by the resemblance of the devices, and where the 
general appearance of the devices are practically the same, unless 
the points of resemblance are the necessary result of functional 
requirements. Rushmore v. Manhattan Screw & Stamping Works 
(C. C. A.) 163 F. 989, 19 L. R. A. (N. S.) 269; Lovell-McConnell 
Mfg. Co. v. American Ever-Ready Co. (C. C. A.) 195 F. 931 [2 
T.-M. Rep. 313]; Rushmore v. Badger Brass Mfg. Co. (C. C. A.) 
198 F. 8379 [2 T.-M. Rep. 489]. 

Defendant claims, however, that while there are many similari- 
ties existing between the devices, they are necessary because each 
of these similarities has a functional purpose. 

It is true that the visible protruding insulation serves a func- 
tional purpose, because it prevents contact between the emanating 
wires and the shell. An examination of the devices shows that 
such functional requirement does not necessitate placing these 
openings in any certain specified place. 

It is the law that functional elements may be copied in so 
far as it is necessary to reproduce their essential functional char- 
acteristics, but not their form. The difficulty lies with the applica- 
tion of the law to the devices in question. The affidavits and ex- 
hibits are convincing that devices performing the function can be 
manufactured without making them in the identical form as the 
devices which plaintiff manufactures. The alleged strengthening 
ribs seem to be more ornamental than useful. When Plaintiff's 
Exhibit C, which is defendant’s device, is pressed inwardly against 
the shell at the point opposite the chain extension, the cap will be 
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found to be entirely loose and comes off without any effort, and as 
a result it would appear that the strengthening ribs on the cap 
serve no very great useful purpose. 

If defendant believed that strengthening ribs were necessary, 
there were other forms of ribs which could have been designed. 
It was not necessary to copy the three ribs which plaintiff used. 

The links used by defendant are exact copies of plaintiff's 
device. It cannot be seriously argued that links having distinc- 
tive appearances cannot function as well. 

I am convinced that purchasers buying defendant’s device 
would be deceived into believing them to be plaintiff's. Pending 
the trial of this action the defendant will be enjoined from making 
and selling any fixture switches and/or link attachments therefor 
which shall not be so differentiated and distinguished in outward 
form and/or appearance from plaintiff's corresponding devices, that 
purchasers and/or prospective purchasers thereof will not be likely 
to be deceived by the similarity of form and/or appearance into pur- 
chasing such said devices marketed by defendant as those of the 
plaintiff. 

The order shall provide that the openings shall not be placed 
in the very same position as in plaintiff's device; that the three 
ribs shall not be used on the cap in parallel formation; if ribs are 
used, they shall be placed in positions so as not to resemble ribs 
used in plaintiff’s cap; links shall not be used in the identical form 
as that used by the plaintiff. . 

There are certain claimed functional elements which must be 
left to the trial of the action. This action can be readily tried due 
to the condition of the equity calendar. 

It being obvious that defendant’s devices sold by appearance 
rather than by the names of the manufacturer, defendant’s carton 
should be changed, and it may contain a picture of the device which 
complies with this injunction. 

The condition upon which this injunction is granted is that 
if this action should not be reached for trial within a short time, 
and if the defendant consents, the issues in this action concerning 
unfair competition shall be referred to a special master to hear 
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and report, and if the plaintiff refuses to consent to said reference 
an application may be made by the defendant to vacate the injunc- 
tion. 

Upon the settlement of the order the court will determine the 
amount of bond to be given by the plaintiff. 

Motion for injunction granted. Settle order on notice. 


Great Atitantic & Paciric Tea Co. v. A. & P. Meat Market, Inc. 
(244 N. Y. S. 535) 


New York Supreme Court, Special Term, New York County 


August 28, 1930 


Unram Competirion—“‘A. & P.”—Use or Simmar Trape-Name. 

Where, after plaintiff had for many years operated retail stores 
for the sale of groceries, fruits, meats and vegetables under the 
symbol “A. & P.” and had identified such stores to the public as 
“A. & P.” stores, the use by defendant on its market, located twelve 
blocks from defendant’s store, of the name “A. & P. Meat Market, 
Inc.,” or of a similar wording, was enjoined as unfair competition. 

In equity. Action for unfair competition. On motion for an 


injunction pendente lite. Motion granted. 


Charles H. O’Conner, of New York City (Michael J. O’Neill, 
of New York City, of counsel), for plaintiff. 
Alexander Block, of New York City, for defendant. 


Surentaé, J.: This is a motion for an injunction pendente 
lite enjoining and restraining the defendant A. & P. Meat Market, 
Inc., its agents, servants, and employees, from using in any shape, 
form, or manner either the designation “A. & P. Meat Market, 
Inc.,” or the characters “A. & P.” or any similar designation or 
similar characters or letters, whether surrounded by a circle or 
not, upon or in conjunction or connection with the operation of a 
certain retail meat market or butcher shop situated at No. 1438 
Second Avenue, New York City. Plaintiff, the Great Atlantic & 
Pacific Tea Company claims that it has been engaged for a great 
many years in the business of selling at retail stores conducted by 
it in cities and towns all over the United States groceries, fruits, 
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and vegetables, and in some of its stores for the past five or six 
years plaintiff has operated a meat market. The stores operated 
by the plaintiff have been designated as “A. & P.” stores, by dis- 
playing upon the show windows the design consisting of a red 
circle with a red bar immediately underneath, in the center of 
which circle is the designation “A. & P.” in rather large letters, 
while beneath it in small letters is “established 1859.” Below the 
circle in the red bar is the slogan “Where Economy Rules.” Plain- 
tiff claims that the use of the characters “A. & P.” as designated 
constitutes a trade-name or designation of all its retail markets, 
and that the name “A. & P.” has become widely known to the 
general public and that persons using the stores or markets habit- 
ually think of them as “A. & P.” stores or markets. 

In April, 1930, the defendant A. & P. Meat Market, Inc. 
within three blocks of one of the plaintiff's retail grocery stores 
and within twelve blocks of one of the general markets conducted 
by plaintiff caused to be placed upon its windows large and con- 
spicuous signs reading respectively “A. & P. Meat Market, Inc.,” 
and “Meat A. & P. Market, Inc.” At the present time there is 
being operated a delivery automobile upon which there are signs 
reading “Meat A. & P. Market, Inc.” The characters “A. & P.” 
are almost identical in shape and design with similar characters 
which are used by plaintiff. There is evidence in the affidavits 
that the public is being confused and thinks that it is trading with 
the Great Atlantic & Pacific Tea Company when it goes into 
defendant’s shops. Defendant says that the letters “A. & P.” are 
not used with any idea of deceiving the public, but represent the 
first names of the wife of the defendant and the defendant. I am 
satisfied from an examination of the exhibits that there is an attempt 
to deceive the public by the use of the letters “A. & P.” 

Defendant, however, urges numerous objections to the grant- 
ing of an injunction in this case. The first is that section 440 of 
the Penal Law makes it a misdemeanor for any business firm to 
conduct business under a trade-name without filing a certificate 
showing such trade or assumed name. It is conceded that the 
Great Atlantic & Pacific Tea Company has not filed a certificate 
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showing such assumed name. However, subdivision 4 of that sec- 
tion reads: “This section shall in no way affect or apply to any 
corporation duly organized under the laws of this state, or to any 
corporation organized under the laws of any other state and law- 
fully doing business in this state. ” Moreover, the 
plaintiff is not doing business under the name “A. & P.” It is 
merely claimed that its public knows it as an “A. & P.” store or 
market, and that the good-will which goes with its nickname is 
what the defendant is attempting to deprive plaintiff of. I think 
defendant’s point is not well taken. See Lipson v. Feigenbaum, 
205 App. Div. 701, 200 N. Y. S. 188. 

The further objections of the defendant are that there is no 
similarity of names. But there is, as plaintiff claims, an identity 
of common designation or nickname. As to defendant’s claim 
that there is no unfair competition against the plaintiff, it seems 
perfectly clear that, however small the trade, if the public thinks 
that it is buying from the Great Atlantic & Pacific Tea Company 
by defendant’s misrepresentations and deceptions, if there were 
anything wrong with the products sold in the shop of defendant, 
the good-will of the plaintiff might be very seriously injured, and 
the fact that the nearest of plaintiff's markets is twelve blocks away 
is no reason to believe that there is no competition between them. 
The very purpose of naming the market “A. & P. Meat Market, 
Inc.,” is to make the public think that they are dealing with plain- 
tiff in this precise location. There is nothing to show that the 
public would not go the necessary twelve blocks in many cases to 
trade with plaintiff. The excuse that the defendant is using ab- 
breviations of the names of the husband and wife on the defendant 
is insufficient. As was said in Waterman Co. v. Modern Pen Co., 
235 U. S. 88, at page 94, 85 S. Ct. 91, 92, 59 L. Ed. 142 [5 
T.-M. Rep. 1]: 

“It now is established that when the use of his own name upon his 
goods by a later competitor will and does lead the public to understand 
that those goods are the product of a concern already established and 
well known under that name, and when the profit of the confusion is 
known to, and, if that be material, is intended by, the later man, the law 


will require him to take reasonable precaution to prevent the mis- 
take. . . .” The mere fact, in other words, that the defendant is a 
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late-comer is enough to put him under a disability. It is conceded on 
all sides that the defendant should take reasonable precautions to avoid 
confusion, “to prevent the mistake.” Handler and Pickett, Trade-Marks 
and Trade-Names, 30 Columbia Law Review, 198. 

In view of these facts the motion for an injunction pendente 


lite is granted. Settle order. 


Rotex Suraicat AppiiaNce Co. v. Kotex Co. 
United States Court of Customs and Patent Appeals 
December 1, 1980 


Trave-Marxs—Opposirion—“Korex” anp “Rorex”—Conruiictinc Marxs. 
A composite mark embodying as its principal feature the word 
“Rotex,” held to be liable to be confused with appellant’s mark 
“Kotex,” both marks being used on sanitary goods for women; and 
the Commissioner’s decision reversing a decision of the Examiner dis- 
missing the opposition was affirmed. 


Appeal from the decision of the Commissioner of Patents 
reversing a decision of the Examiner in a trade-mark opposition. 


Affirmed. For the Commissioner’s decision, see 19 T.-M. Rep. 
169. 


Theodore K. Bryant, of Washington, D. C. and Barthel and 
Barthel, of Detroit, Mich., for appellant. 

Thomas L. Mead, Jr., of Washington, D. C. and C. A. Soans, 
of Chicago, Ill., for appellee. 


Garrett, J.: Appellant seeks to register as a trade-mark for 
use on certain antiseptic powders, a composite mark “comprising 
a rectangular blue background on which appears a circular red 
portion across which is the notation ‘Rotex, a stem and an arrow- 
head at its end being shown extended to one side and downwardly 
from the red disk.” 

There appear at different places on one of the specimens filed, 
the statements “A Boon to Womanhood,” “For Irritation,’ “For 
All Odors,” “For Leucorrhea,” the arrow of the mark pointing to 
these notations. 
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On another specimen appear other statements purporting to 
give the uses for which the article is designed, there being simply 
a different form of the above quoted phrases. 


It is made manifest that appellant’s article is for use by 
women. 

Appellee, pleading its registration of the word “Kotex,” used 
upon sanitary napkins, opposes the application, on the ground 
that the marks are similar and that the goods are of the same de- 
scriptive properties, so that applicant’s use of its claimed mark 
would be likely to lead to confusion or deceive purchasers, to the 
damage of opposer. 

The Examiner of Interferences dismissed the opposition and 
held applicant to be entitled to the registration sought. 

Upon appeal to the Commissioner of Patents the decision of 
the Examiner was reversed and registration denied. 

The applicant then appealed to this court. 

In his opinion the Commissioner said: 


“The opposer has taken testimony but the applicant has not. It 
satisfactorily appears that the opposer was long prior in the field with 
the adoption and use of its mark upon its particular goods. It is shown 
that the opposer spent enormous sums, $2,000,000 in 1927 and $1,500,000 
in 1926 and a like sum in 1925 in advertising its business and that its sales 
have reached the very great sums of $1,000,000 in 1923, $2,000,000 in 
1924, $5,000,000 in 1925, $8,000,000 in 1926 and, it is testified, about 
$11,000,000 in 1927. It is evident, in consequence, the opposer is in pos- 
session of a very valuable good-will as an asset to its business. Under 
these circumstances, it is plain the applicant should have selected a mark 
which would, beyond reasonable doubt, bring about no confusion of origin 
of goods. 

“The opposer’s catamenial bandages are stated to be made up of cellu- 
textile material and between the layers there is placed, or within the 
meshes incorporated, a quanity of deodorant powder, in the process of 
manufacture. There is also testimony that antiseptic or deodorant powders 
are used by women in connection with sanitary or other napkins of this 
kind for the same purpose that the antiseptic or deodorant powder is 
incorporated in the opposer’s sanitary bandages. It seems proper to hold, 
therefore, that the goods of the opposer includes as one of its constituents 
or elements an antiseptic powder which may well be the particular kind 
of antiseptic powder to which the applicant applies its mark. The speci- 
mens of the use of the applicant’s mark indicate clearly enough that its 
antiseptic powder is of a character that is used by the users of the 
opposer’s goods and for the same purpose that the antiseptic powder is 
incorporated in the opposer’s catamenial bandages. 

“While the applicant’s mark is not wholly identical with that of the 
opposer and the significance of the former is different from that of the 
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opposer’s mark in connection with the goods upon which the applicant 
uses its mark there is no suggestion or significance at all. It is true the 
applicant’s goods would be sold in smaller containers and for a much 
higher price as to the size of the package as compared with the goods of 
the opposer, yet it is believed the applicant should have selected a term 
which does not approach so closely to the mark of the opposer. As has 
so frequently been noted in previously adjudicated cases, the applicant 
had an unlimited field from which to choose its mark and there would 
appear to be no excuse for so closely approaching the mark of the opposer. 
If there is doubt, and it would appear that this is the fact, it must be 
resolved against the newcomer. William Waltke & Co., v. Geo. H. Schafer 
& Co., 273 O. G. 630, 49 App. D. C. 254 [10 T.-M. Rep. 246]. The Kaut- 
Reith Shoe Company v. International Shoe Company, 239 O. G. 939, 45 
App D. C. 545 [7 T.-M. Rep. 278].” 


We agree with the conclusion reached by the Commissioner 
and see no occasion for attempting any addition to the reasons so 
succinctly and clearly stated by him as quoted supra. 

The decision of the Commissioner is affirmed. 


Catirornia CANNERIES Co. v. Bear Grace Co. 
United States Court of Customs and Patents Appeals 
December 1, 1930 


Trape-Marxs—Guace Frurr, anp CANNED Fruits, anp Fruir SaLrap— 
Goons oF Same Descriptive Properties. 
Glacé fruit held to be of the same descriptive properties as canned 
fruits and vegetables and fruit salad. 
Appeal from a decision of the Commissioner of Patents, dis- 
missing a trade-mark opposition. Reversed. For the Commis- 
sioner’s decision, see 19 T.-M. Rep. 121. 


Eugene E. Stevens, of Washington, D. C. and Edward D. 
Jones, of Chicago, IIl., for appellant. 
No appearance for appellee. 


Garrett, J.: Appellee filed application for the registration 
of the trade-mark “Bear” for glacé fruit. Appellant opposed such 
registration on the ground of its prior use of the word on goods 


claimed to be similar, in the sense of the trade-mark registration 
statute. 
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The Examiner of Trade-Mark Interferences rendered decision 
dismissing the notice of opposition and adjudging appellee entitled 
to the registration sought. Upon appeal the decision of the Exam- 
iner was affirmed by the Commissioner of Patents, and opposer has 
appealed to this court, assigning errors. 

In its notice of opposition appellant plead certain of its own 
registrations and relied upon its use and registration of the nota- 
tion “Bear Brand,” in connection with the representation of a 
bear, upon canned fruits and canned vegetables. 

In the decisions of the Examiner of the Commissioner of 
Patents there was agreement in finding that: 


“ 


. it was conceded that the marks were substantially 
identical and the opposer had shown prior use of its mark on its goods.” 


The decisions of the tribunals below turned wholly, therefore, 
upon the question of whether the goods are of the same descriptive 
properties. They held them not to be, and this presents the only 
issue upon which it is necessary for us to pass. 

There was no appearance for appellee before us either by 
brief or in oral argument. 

Appellant, according to the record in the case, cans various 
fruits, such as peaches, pears and apricots, and also cans a fruit 
salad, upon all of which its registered trade-mark is used. Its 
mark is also used on canned vegetables, such as spinach, asparagus 
and tomatoes. Also it is in evidence that its mark has been used, 
to some extent, upon dried fruits. Its sales have been quite exten- 
sive and have been made in various parts of the United States and 
in several European countries, in some of which its marks have 
been registered. 

The product of appellee is produced, according to the testi- 
mony of Mr. DeVite, its president, in the following manner: 


“It takes practically a month and sometimes over a month to cure 
the fruits right. Generally, the fruit is bleached first, according to the 
colors. It goes under the bleaching process. Then it is brined. After 
the fruit is through the brine fifteen days or sometimes a month—it 
depends on the time of the year,—and then it goes to the boiling process. 
After the fruit is boiled it goes under running water which cleans out all 
the chemicals from the fruits. After tat it is placed under the syrup 
test. We cook the syrup to a certain density and it has to be cooked 
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about a dozen times. Every week or so we cook the fruits and bring them 
to a high density and let all the water out of the fruits, allowing the syrup 
to enter. This is done for about a month. After that state there is a 
process that we call the glacé and we give the last coat, which is called the 
glacé coat; after that it is boxed and is ready to be sold.” 

Appellee’s products have been sold in various states and are 
articles that enter into interstate commerce. 

The record discloses that many varieties of fruits are used 
in making the glacé products, including all the varieties which 
appellant cans and a number of others. 

It thus appears that the same fruit articles are treated and 
dealt in by both parties. They are treated in different ways, to be 
sure, but both in ways that preserve them for use. There is a 
difference shown in the record as to the general practice in packing 
the respective products, although it appears that in some instances 
glacé products have been packed in tin boxes. It also appears 
that, to a limited extent, the respective articles are handled by the 
same dealers, although this is not true in the majority of cases. 
One of the officials of the Canneries Company testifies that the 
production of glacé fruits is a possible line of natural expansion 
for his company. 

This court, since jurisdiction of appeals from the Patent Office 
was transferred to it, from the Court of Appeals of the District 
of Columbia, by the Act of March 2, 1929, has had numerous 
occasions to pass upon the meaning of the words “of the same 
descriptive properties” appearing in the registration act. In so 
doing reference has been made to conflicts in prior decisions of 
other courts having jurisdiction of trade-mark registration and 
trade-mark infringement cases. It has been our endeavor to de- 
duce from the statute, and from the court decisions construing 
it, sound general rules applicable in cases arising under it. 

It is not deemed necessary here to review all these decisions, 
but a few may be properly referred to. 

In Cheek-Neal Coffee Co. v. Hal Dick Mfg. Co., 17 C. C. P. A. 
(Patents) , 40 F. (2d) 106 [18 T.-M. Rep. 164], we said: 


ay a this court holds that the word ‘class’ and the phrase 
‘same descriptive properties’ as used in . . . . section 5 (trade- 
mark registration act) are synonymous in their meaning.” 





“ 
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Proceeding under this rule we held that coffee and tea are of 
the same class, and possess the same descriptive properties, as 
horse-radish, olive-spread, cranberry jelly, relish-spread, peanut 
butter, etc. 

In California Packing Corporation v. Tillman and Bendel, 17 
C. C. P. A. (Patents) , 40 F. (2d) 108 [20 T.-M. Rep. 238], 
wherein many authorities were reviewed, it was held that confusion 
would likely result from the use of similar marks upon cans of 
coffee and cans of fruits, vegetables, preserves, jelly, honey, etc. 

In Sun-Maid Raisin Growers of California v. American Grocer 
Co., 17 C. C. P. A. (Patents) » 40 F. (2d) 116 [20 T.-M. 
Rep. 800], wherein again numerous authorities were cited, it was 
held that confusion in trade would likely result from the use of 
similar marks upon raisins, raisin syrup and baking powder, all 
used in baking, and wheat flour. 

Baking powder and self-rising flour were held, in Heekin 
Co. v. Lawrenceburg Roller Mills Co., 17 C. C. P. A. (Patent) 

, 40 F. (2d) [20 T.-M. Rep 306], to possess the same descrip- 
tive properties. 

In addition to the foregoing decisions by this court there may 
very properly be cited the case of Di Santo v. Guarneri, 57 App. 
D. C. 89, 17 F. (2d) 677, 679 [15 T.-M. Rep. 427]. An issue 
there was as to the similarity of olive oil and tomato paste. The 
Court of Appeals of the District of Columbia held that confusion 
would likely result from the use upon these goods of identical 
marks, “and not only the maker of the tomato paste, but the public 
as well, would be deprived of the protection which it was obviously 
the purpose of the trade-mark statute to give.” 

Numerous other cases might be cited but the foregoing, we 
think, are sufficient to illustrate the issue here involved. 

The basic materials of certain of the respective products, 
manufactured by the parties to the instant case, are the same— 
fruits. They are so treated, in each instance, as to preserve them 
for consumption. 

The finished products are sold in the same markets and, in 
some instances, by the same dealers. It so happens that in this 
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particular instance they are manufactured in the same section of 
the country—California. 

We are of opinion that the respective fruit products are so 
nearly similar as that, under the foregoing authorities, they fall 
within the language of the statute, “of the same descriptive proper- 
ties,” and that confusion in trade would likely result from apply- 
ing trade-marks to them which are substantially identical. 

The familiar rule that any doubt which may exist should 
be resolved in favor of the original entrant may very properly be 
invoked. The marks themselves have nothing about them that is 
suggestive of the character of the goods. As related to the parti- 
cular products of the respective parties, the word “Bear’’ and the 
representation of the animal, are fanciful and arbitrary. 

It would seem that having so wide a field from which to make 
selection applicant (appellee) might choose a mark which would 
be fully suited to its purposes without appropriating the one which 
opposer (appellant) has so long used in its field of endeavor, to 
which the field of appellee bears so close a resemblance. 

We feel that, under the statute, as construed in the cases 
cited, the opposition must be sustained and the registration denied. 

The decision of the Commissioner of Patents is, therefore, 
reversed. 


Nationa. Biscuit Co. v. JosepH W. SHERIDAN 


United States Court of Customs and Patent Appeals 


December 1, 1930 


Trave-Marxs—Grncer Snaps aND Ice Cream Cones—Goops or Same 
Descriptive Properties. 
Ice cream, sold in cones, held to be of the same descriptive proper- 
ties as ginger, lemon and vanilla snaps. 
Appeal from a decision of the Commissioner of Patents dis- 
missing a trade-mark, opposition. Reversed. For the Commis- 
sioner’s decision, see 19 T.-M. Rep. 59. 
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Paul A. Blair, J. Harold Kilcoyne, C. A. Villas, and P. W. 
Mosher, all of Washington, D. C., for appellant. 
Eugene E. Stevens, of Washington, D. C., for appellee. 


Bianp, J.: Appellant has appealed from the decision of the 
Commissioner of Patents, dismissing an opposition filed by appel- 
lant and holding that appellee was entitled to the registration of 
a trade-mark for which he made application in the Patent Office. 

The opposition is based on the so-called “confusion in trade” 
clause of section 5 of the Trade-Mark Act of 1905, on the ground 
that appellee’s proposed trade-mark so nearly resembles the trade- 
mark of appellant as to be likely to cause confusion and mistake 
in the mind of the public and to deceive purchasers as to the origin 
of the respective merchandise, when applied to goods of the same 
general class. 

The opposer, appellant, is a manufacturer and distributor of 
bakery products throughout the entire United States and has been 
engaged in such business since 1998, during all of which time it 
has used a trade-mark consisting of the words “American Beauty” 
associated with the representation of roses. Appellant registered 
“American Beauty,’ under certificate 92,477 on July 8, 1913, in 
the United States Patent Office, and said registration is still in 
force and owned by it. Other registrations of “American Beauty,” 
associated with the representation of roses, have been made by 
appellant for bakery products, which registrations were all made 
prior to the application of appellee. Appellant used its trade- 
mark on ice cream cones which it manufactured and sold before 
appellee’s use of his proposed trade-mark. There is no claim that 
appellant sold ice cream cones at the time appellee adopted the 
mark. The merchandise upon which appellant now uses its trade- 
mark most similar to the merchandise of appellee is ginger snaps, 
lemon snaps and vanilla snaps. 

The Commissioner dismissed the opposition upon the theory 
that applicant’s goods were not packaged or sold to the consumer 
in the same manner as the goods of opposer; that applicant’s goods 
were sold to the consumer as an ice cream cone into which, ordi- 
narily, ice cream was placed and that the cone was used incidently 
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with the ice cream, and that both cone and cream, when united, 
were sold to the ultimate consumer as an “ice cream cone,” while 
opposer's goods, although served with ice cream, were separate 
from the same. The Commissioner, furthermore, was of the opinion 
that, although the opposer had shown that its goods are sold in 
small packages and cartons to druggists and dispensers of confec- 
tions and ice cream, in the same manner as applicant’s products 
are sold, such purchasers as buy in this quantity would be of the 
class who would be less likely to be misled by the similarity of 
the marks upon the goods. 

As an additional reason for dismissing the opposition it is 
stated by the Commissioner that: 


“To the foregoing may be added the fact that these words, ‘American 
Beauty,’ and the representation of a rose, have been widely adopted in 
connection with trade-marks used upon a very large variety of products 
and, in consequence, the public would be more inclined to distinguish the 
goods of opposer from those of applicant than if the mark had not been 
used except upon the opposer’s goods. 

“The conclusion in this case is reached not without difficulty, for the 
doctrine is well settled that any doubt must be resolved against the new- 
comer, but as the marks are not identical, the goods are specifically quite 
different, and opposer’s mark is of a character widely used upon a large 
variety of goods, it is deemed there is no likelihood of confusion.” 

Ice cream cones and snaps are both bakery food products, and 
are composed in the main of the same ingredients. Both are, in 
the same markets, sold and eaten in connection with ice cream, 
and both are similarily packaged for certain sales. In view of the 
decisions of this and other courts, we do not have the slightest 
doubt that the goods of the opposer and the goods of applicant are 
of the same descriptive properties, within the meaning of that 
term of the statute, and that, notwithstanding the fact that they 
differ in some respects in their characteristics and manner of sale, 
if identical trade-marks or trade-marks nearly resembling each 
other should be used on both goods, the confusion, mistake or decep- 
tion referred to in the statute would be likely. Sun-Maid Raisin 
Growers of California v. American Grocer Co., 17 C. C. P. A. 
( Patents) , 40 F. (2d) 116 [20 T.-M. Rep. 800]; B. F. Good- 
rich Co. v. Hockmeyer, 17 C. C. P. A. (Patents) , 40 F. (2d) 
99 [20 T.-M. Rep. 205]; California Packing Corporation v. Till- 
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man & Bendel, Inc., 17 C. C. P. A. (Patents) » 40 F. (2d) 
108 [20 T.-M. Rep. 238]; Heekin Co. v. Lawrenceburg Roller 
Mills Co., 17 C. C. P. A. (Patents) , 40 F. (2d) 119 [20 
T.-M. Rep. 306]; Malone v. Horowitz, 17 C. C. P. A. (Patents) 
——, 41 F. (2d) 414 [20 T.-M. Rep 462]; American Fruit Grow- 
ers, Inc. v. Michigan Fruit Growers, Inc., 17 C. C. P. A. (Patents) 

, 88 F. (2d) 696 [20 T.-M. Rep. 135]; Yale Electric Corpora- 
tion v. Robertson, 26 F. (2d) 972 [17 T.-M. Rep. 414]; California 
Packing Corp. v. Price-Booker Mfg. Co., 52 App. D. C. 259, 285 
Fed. 998 [11 T.-M. Rep. 320]. 

It is admitted that the trade-marks are almost identical. The 
pictorial representation of a cone in appellee’s mark is disclaimed. 
In the one instance the mark consists of the words “American 
Beauty Rose,” associated with the representation of a rose, and 
in the other instance the mark consists of the words “American 
Beauty” and a representation of roses. 

The issue here is plain. It must be remembered that the 
statute in part reads: 


“ 


Provided, That trade-marks which are identical with 


a registered or known trade-mark owned and in use by another and ap- 
propriated to merchandise of the same descriptive properties, or which so 
nearly resemble a registered or known trade-mark owned and in use by 
another and appropriated to merchandise of the same descriptive proper- 
ties as to be likely to cause confusion or mistake in the mind of the public 
or to deceive purchasers shall not be registered: . . . .” (Last 
italics ours). 


The mandate of the statute is compelling and the newcomer 
must be denied registration if his mark so nearly resembles the 
mark of the owner of a registered or known trade-mark as to lead 
to confusion, when used upon goods of the same descriptive prop- 
erties. 

Appellee’s main argument here is to the effect that the doc- 
trine laid down in the cases of Pabst Brewing Co. v. Decatur Brew- 
ing Co., 284 Fed. 110 [13 T.-M. Rep. 1] and France Milling Co. 
v. Washburn-Crosby Co., Inc., 7 F. (2d) 804 [15 T.-M. Rep. 185], 
is applicable to the issue at bar, and has pointed out twenty-two 
registrations of the words “American Beauty” for different food 
and grocery products, some of which registrations were said to be 
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made prior to the registration of appellant and several of which 
registrations preceded the first use by appellant. These registra- 
tions were neither introduced in evidence nor submitted to this 
court, but are only named in the answer to the notice of opposition. 
In view of our conclusions, we do not deem it necessary to 
determine whether, strictly speaking, they are before us for consid- 
eration. Since the Commissioner based his decision, in part, upon 
this phase of the case, we think it advisable to restate this court’s 
position in respect thereto. 

It is contended by appellee that since the National Biscuit 
Co., appellant, in selecting the trade-mark “American Beauty,” 
entered a field which already had been entered by others using the 
trade-mark “American Beauty,” it is limited in the use of its trade- 
mark and in the protection afforded for it to the narrow scope of 
the goods upon which it actually uses it, and that in determining 
whether or not there is a likelihood of confusion, this court and 
the Patent Office must take into consideration the fact that pur- 
chasers are cognizant of the extensive and broad use of the trade- 
mark “American Beauty,” and that in such an instance confusion 
is not probable. 

Without questioning in the least the correctness of the doctrine 
laid down in the two cases last cited, when applied in cases like 
those before the Circuit Courts of Appeals in the trial of the so- 
called Blue Ribbon and Gold Medal cases, we regard ourselves as 
confronted with an entirely different problem. In the equity cases 
cited the question of use was involved. In this court the right to 
register is the issue at bar. True enough we have said, in substance, 
that a trade-mark which cannot be defended in the common law 
is not entitled to registration, but this is not saying that all trade- 
marks which can be defended in the common law, in view of the 
wording of the statute, are entitled to registration. In Sharp & 
Dohme v. Parke, Davis & Co., 17 C. C. P. A. (Patents) , 37 
F. (2d) 960 [20 T.-M. Rep. 79] this court said: 


“This statute is plain and definite. If the mark which applicant seeks 
to register upon goods of the same descriptive properties is the same as 
an opposer’s registered mark, then the applicant’s mark cannot be regis- 
tered. It is unimportant what rights others may have as against the 
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opposer’s mark—the applicant has no right to assert them in such pro- 
ceeding. The same principle would be applicable to known owned unregis- 
tered trade-marks.” 


In California Packing Corp. v. Tillman § Bendel, Inc., supra, 
[20 T.-M. Rep. 238] where the use of identical trade-marks, “Del 
Monte,” was under consideration, this court said: 


“Appellee argues at great length that it should be permitted to register 
its trade-mark because it was the prior user on coffee as stated hereinbe- 
fore, apparently from the standpoint that our decision as to the registra- 
bility of its trade-mark in this action would be controlling of its right to 
use the name ‘Del Monte’ on coffee. We are only concerned in this action 
with appellee’s right of registration of the trade-mark and not with its use 
of the same. As to whether appellee, in law, has the right to use the 
trade-name ‘Del Monte’ on coffee in containers of any description, or 
whether it has the right to use it in markets confined to the West coast or 
throughout the world, are questions not before us and are not decided. We 
do decide that such a statement of facts is not shown here as would war- 
rant this court in saying that appellee was entitled to the exclusive use 
of the words on coffee, the right to such exclusive use bring implied from 
the right to registration. The goods being of the same descriptive proper- 
ties, so that the registration of the proposed trade-mark will lead to con- 
fusion, the statute requires that registration be denied, irrespective of 
other legal rights between the parties. (Note, Beech-Nut Co. v. Lorillard 
Co., 273 U. S. 629, 47 S. Ct. 481, 71 L. Ed. 810, was an action for infringe- 
ment and not concerning registration.) [Italics quoted.] 

o * * * * 


. . « « In urging the registrability of appellee’s trade-mark 
as against the identical mark of the opposer, it is, to say the least, not 
helpful for applicant to point out that others have used the same or a 
similar mark prior to opposer’s use of the same. Sharpe & Dohme v. 
Parke, Davis & Co. (Cust. & Pat. App.) 37 F (2d) 960 [20 T.-M. Rep. 79]. 
See, also, Del Monte Special Food Co. v. California Packing Corp. 
(C. C. A.) 34 F (2d) 774 [19 T.-M. Rep. 443]. Thaddeus Davids Co. v. 
Davids, supra [12 T.-M. Rep. 45] is squarely in point here.” 


“ 


In American Fruit Growers, Inc. v. Michigan Fruit Growers, 
supra [20 T.-M. Rep. 135] this court said: 


“It appears in the case at bar that appellee seeks to register its mark 
for use on fresh and canned fruits. Appellant’s mark is used on fresh 
fruits and vegetables. So far as we are aware, appellant was entitled to 
the registration of its mark for use on its products. If it was not, its 
mark ought not to have been registered; if it was inadvertently registered, 
those injured by such registration have a statutory remedy—application 
for cancellation. Appellee, however, is not injured by the registration of 
appellant’s mark, and, while it may be that appellant is not the orginator 
of a representation of a goose for use in a trade-mark, neither is appellee. 
Can it be said then that appellant is so narrowly restricted in the use of 


its mark that it is not entitled to the protection afforded by the statute? 
We think not. is 
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We conclude that confusion would result on account of the 
similarity of the marks under the circumstances of this case, and 
that the opposition should have been sustained. The decision of 
the Commissioner of Patents is reversed. 


Decker & Coun, Inc. v. S. Lizsovirz & Sons, Inc. 
United States Court of Customs and Patent Appeals 
December 19, 1930 


Trave-Marxs—Goops or Same Descriptive Properties. 

Dress and negligee shirts, blouses and boys’ shirts and pajamas, 
and men’s knickerbockers, coats, overcoats, vests and trousers and 
children’s knickerbockers, held to be goods of the same descriptive 
properties. 

Trapve-Marxs—“Socrery”’—Use sy Orners—Ricut or Appettee To De- 

FENCE OF PusBuicr Juris. 

Where appellant’s use of the word “Society” on articles of clothing 
antedated that of appellee, the latter could not raise the issue of 
publict juris and require appellant’s mark to be restricted to the 


particular goods. 

Appeal from a decision of the Commissioner of Patents dis- 
missing a trade-mark opposition. Reversed. For the Commis- 
sioner’s decision, see 19 T.-M. Rep. 55. 


Arthur F. Durand (Charles S. Grindle of Washington, D. C., 
of counsel), for appellant. 

Conway P. Coe (Richards and Geier, of counsel), all of Wash- 
ington, D. C., for appellee. 


Hatrietp, J.: This is an appeal, in a trade-mark opposition 
proceeding, from the decision of the Commissioner of Patents affirm- 
ing the decision of the Examiner of Interferences dismissing the 
notice of opposition and holding that appellee was entitled to the 
registration of the trade-mark “Society” for use on certain articles 
of clothing, namely, dress shirts, negligee shirts, blouses, boys’ 
shirts, and pajamas. 

In its application for registration, filed February 12, 1927, 
appellee alleged that it had used its trade-mark since January 5, 
1927. 
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In its notice of opposition, appellant alleged that it had used 
the word “Society” as a trade-mark, for approximately twenty 
years, on various articles of clothing, including men’s knicker- 
bockers, coats, overcoats, vests, trousers, jackets, knickerbockers 
for women, coats, overcoats, vests, pants, knickerbockers for 
youths and children, and other articles of wearing apparel; that 
its trade-mark was well and favorably known to the public; 
that it distinguished opposer’s goods from, the goods of other 
manufacturers; that, due to its long and extensive use, its trade- 
mark was well and favorably known to the public; and that 
appellant believed that it would be damaged by the registration 
of the mark “Society” to appellee. Appellant also pleaded in its 
notice of opposition, the following registrations for the words 
“Society Brand” and “Society” on various articles of clothing: 

No. 68,619, December 17, 1907. 
No. 74,272, June 29, 1909. 
No. 208,938, February 9, 1926. 

In its answer to the notice of opposition, appellee called atten- 
tion to the fact that there were many registrations of the trade- 
mark “Society” in the Patent Office, for use on various articles 
of wearing apparel; and that, as the word “Society” had been ex- 
tensively used by others on articles of wearing apparel, appellant 
was restricted in its right to use its mark to the specific articles of 
clothing enumerated in its several registrations. 

Thereafter, appellee submitted certain interrogatories to be 
answered by appellant. It appears from appellant’s answer thereto, 
that it had never used the trade-mark “Society” on men’s dress 
shirts, for formal occasions; that it had used its trade-mark on 
hats and caps made of cloth as early as October, 1913; and that 
it had manufactured and sold spats under its trade-mark as early 
as 1908, but that no labels bearing its mark were attached to such 
articles. 

Upon this record the tribunals below held that, although the 
marks were substantially identical, the word “Society” being the 
dominant feature of each, the goods on which the parties used 
their trade-marks did not possess the same descriptive properties ; 
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that, therefore, the use by appellee of its mark would not be likely 
to cause confusion or mistake in the mind of the public; and that 
appellee was entitled to have its mark registered. 

This court has held that the language “same descriptive prop- 
erties” appearing in the proviso of section 5 of the Trade-Mark Act 
of February 20, 1905 (15 U.S. C. A. sec. 85) was intended by the 
Congress to relate to goods of the same general class; that it was 
not intended to be more or less comprehensive than the term “class” 
used in the first part of the section; and that it should be limited 
or extended, both in meaning and application, according to whether 
or not “the use of identical or similar trade-marks would be likely 
to cause confusion or mistake in the mind of the public or to deceive 
purchasers.” B. F. Goodrich Co. v. Hockmeyer (Zip-on Mfg. Co., 
Substituted), 17 C. C. P. A. (Patents) 1068, 40 F. (2d) 99 [20 
T.-M. Rep. 205]. 

In the Goodrich Co., case, supra, it was held that boots and 
overshoes made of rubber and fabric possessed the same descriptive 
properties as “leggings; men’s, women’s, and children’s knicker- 
bockers; children’s rompers, children’s sleeping and carriage suits, 
children’s hats, children’s coats, children’s suits, children’s over- 
alls, children’s play suits, children’s bath robes, children’s blouses, 
children’s bloomers.” 

In the case of Sexton Mfg. Co. v. Goodall Worsted Co., 17 
C. C. P. A. (Patents) 1196, 40 F. (2d) 1017 [20 T.-M. Rep. 328], 
it was held that union suits, drawers, nightshirts, and pajamas 
possessed the same descriptive properties as outer clothing and the 
textile fabrics used in the manufacture of such clothing. 

It would seem that, if appellee is permitted to use the trade- 
mark “Society” on its goods concurrently with the use by appellant 
of its mark on its goods, confusion and deceit would likely result. 
We are of opinion that the goods of the respective parties possess 
the same descriptive properties within the principles heretofore an- 
nounced by this court: California Packing Corporation v. Tillman 
§ Bendel, 17 C. C. P. A. (Patents) 1048, 40 F. (2d) 108 [20 
T.-M. Rep. 288]; B. F. Goodrich Co. v. Hockmeyer (Zip-on Mfg. 
Co. Substituted), supra [20 T.-M. Rep. 205]; Sun-Maid Raisin 
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Growers of California v. American Grocer Co., 17 C. C. P. A. 
(Patents) 1084, 40 F. (2d) 116 [20 T.-M. Rep. 800]; Cheek- 
Neal Coffee Co. v. Hal Dick Mfg. Co., 17 C. C. P. A. (Patents) 
1108, 40 F. (2d) 106 [18 T.-M. Rep. 464]; Sexton Mfg. Co. v. 
Goodall Worsted Co., supra [20 T.-M. Rep. 828]; Cluett Peabody 
§& Co. Inc. v. Hartogensis, (Arrow Emblem Co. Inc., Substituted) 
17 C. C. P. A.(Patents) 1166, 41 F. (2d) 94 [20 T.-M. Rep. 452]. 

It is claimed, however, by counsel for appellee that, due to 
the many registrations of the trade-mark “Society” for various 
articles of wearing apparel, appellant is restricted in its use of 
its mark “Society” to the precise goods referred to in its registra- 
tions. 

From an examination of the record, it appears that the word 
“Society’’ was registered for use on leather boots and shoes only, 
prior to the first registration of its mark by appellant. Appellee 
did not originate the mark, nor did it use it prior to its use and 
registration by appellant. Accordingly, appellee is not in a posi- 
tion to raise this issue in the case at bar. Sharp & Dohme v. Parke, 
Davis § Co., 17 C. C. P. A. (Patents) 842, 37 F. (2d) 960 [20 
T.-M. Rep. 79]; American Fruit Growers, Inc. v. Michigan Fruit 
Growers, Inc., 17 C. C. P. A. (Patents) 906, 88 F. (2d) 696 [20 
T.-M. Rep. 135]; National Biscuit Co. v. Sheridan, 18 C. C. P. A. 
(Patents) > » F. (2d) [19 T.-M. Rep. 59]. 

The decision is reversed. 


In THE MaTTER OF THE APPLICATION OF VERTEX HosiERY 
Mitts, Inc. 


United States Court of Customs and Patent Appeals 


December 1, 1930 


Trave-Marxs—RecistraBILiry—FuNcTIONAL Feature or Goons. 

A mark for hosiery consisting of a “ridge composed of a few, 
immediately successive, accumulated courses of knitted loops of the 
self-color of the hosiery completely encircling the same upon the outer 
surface thereof, a short distance below the welt,” the subject of a 
patented process for preventing runs in hosiery, held unregistrable, 
inasmuch as it is merely a functional feature of the goods. 
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Appeal from a decision of the Commissioner of Patents re- 
fusing registration. Affirmed. For Commissioner’s decision, see 
19 T.-M. Rep. 176. 


Irving U. Townsend, of Boston, Mass., for appellant. 
T. A. Hostetler, of Washington, D. C., for appellee. 


Bianp, J.: This is an appeal from the decision of the Com- 
missioner of Patents, sustaining the decision of the Examiner of 
Trade-mark Interferences, which held that appellant was not en- 
titled to the registration of a trade-mark which is described as 
follows: 


“The mark is applied or affixed to the goods by knitting onto the outer 
surface thereof a ridge composed of a few, immediately successive, ac- 
cumulated courses of knitted loops of the self-color of the hosiery, com- 
pletely encircling the same upon the outer surface thereof, a short distance 
below the weit, regardless of any run-stop characteristic possessed by the 
hosiery, no claim being made as a trade-mark for any possible function of 
said ridge when the hosiery is being worn, the said ridge being arbitrarily 
employed to indicate origin to hosiery dealers and to the purchasing public, 
of the hosiery whereon it appears.” 

A patent for the same subject matter as that described in 
appellant’s description of its trade-mark was granted to Miller, 
No 1,567,535, issued December 29, 1925, and is now owned by 
appellant. The trade-mark description calls for “the self-color of 
the hosiery,” whereas it is claimed by appellant that the claim in 
the Miller patent would permit yarns or threads of different kinds 
and colors being used. 

Appellant’s application in the Patent Office was involved in 
opposition proceedings with the Gotham Silk Hosiery Co., Inc., 
and others, where appellant was successful. Much of the record 
is devoted to this phase of the case, but we are concerned only 
with the registrability or non-registrability of appellant’s proposed 
trade-mark. 

The Commissioner of Patents, in a very well written and well 
considered opinion, affirmed the action of the Examiner of Trade- 
mark Interferences on the ground that the trade-mark was an inte- 


gral part of the goods, functioned in connection with the same, 
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and was descriptive of the goods. In the Commissioner’s decision 
we find the following: 


“It is not denied by the applicant that these ridges appearing upon 
its goods have this mechanical function and are knitted in during the 
process of manufacture as an integral permanent part of the stockings, 
but the applicant has pressed the view and has submitted affidavits in sup- 
port thereof that these ridges were adopted originally to indicate origin 
or ownership, were adopted for trade-mark purposes, and that their 
mechanical function is at most merely incidental and secondary. Applicant 
has urged that it may be possible, at least in some stockings, to knit in the 
ridges without having the threads crossed whereby the runs would be 
stopped so that the ridge would then not*possess any mechanical function. 
Even if this were admitted, however, there is no contention that the threads 
in the samples furnished and the stockings in connection with which the 
ridges have been used were knit in any other manner than so that the 
runs would be stopped. The fact is noted by the applicant that other 
arrangements long prior to the appearance of the ridges adopted by the 
applicant have been employed by others to stop runs in stockings and 
that, broadly, there is no novelty in constructing stockings with such safe- 
guards. The fact can not be overlooked, however, that when the ridges 
were first used by the applicant they were knit in during manufacture in 
accordance with the disclosures of the patents referred to and when so 
knit in they functioned as integral parts of the stockings and possessed 
the mechanical advantages above outlined. 

“Upon the facts as here established or admitted it is believed trade- 
mark use can not be predicated. A trade-mark, under the statutes as 
construed by the adjudicated cases, can not be an integral part of the 
goods and function in connection with the latter. The Examiner of Inter- 
ferences noted in support of his decision in the opposition proceedings and 
in which decision he denied the applicant’s right to register the mark for 
the reasons already set forth, the holdings in the cases of In re American 
Circular Loom Company, 126 O. G. 2191, 28 App. D. C. 450, and Ex parte 
Oneida Community, Lid., 198 O. G. 899, 41 App. D. C. 260 [3 T.-M. Rep. 
248]. To these may be added the case of In re The Goodyear Tire & 
Rubber Company, 339 O. G. 764, 55 App. D. C. 400 [15 T.-M. Rep. 262], 
concurred in by the U. S. Circuit Court of Appeals, Fourth Circuit, 370 
O. O. 354, April 10, 1928 [18 T.-M. Rep. 270]. 


* - * * + 


‘ ‘ To grant applicant the registration sought would be, 
since registration may be renewed any number of times, equivalent to 
granting applicant a perpetual patent upon a run-stopping ridge knit into 
a stocking.” 


“ 


It is urged by appellant’s counsel that the color of its trade- 
mark is limited to the color of the hosiery, while in the Miller 
patent, supra, appellant is protected as against any color, and that 
anyone desiring to use the run-stop function of the Miller patent, 
supra, after its expiration, could do so by using a different color, 
but concedes that the change of threads would entail more labor. 
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We know of no good’ reason why the public is not entitled to use 
any color it chooses at the expiration of the Miller patent. 

The rejection of appellant’s application upon the ground that 
the proposed trade-mark is an integral part of the goods and as 
such performs a function and is descriptive within the prohibition 
of the statute, is amply supported by numerous authorities which 
we will cite but not discuss. Daniel v. Electric Hose & Rubber Co., 
231 Fed. 827 [6 T.-M. Rep. 289] involved corrugations running 
longitudinally on a hose to prevent kinking; In re Oneida Com- 
munity, 41 App. D. C. 260, 1914 C. D. 107 [4 T.-M. Rep. 72] 
involved a circular or O-shaped film on the back of spoon bowls; 
Smith v. Krause, 160 Fed. 270, involved ribbons having woven 
therein the proposed trade-mark “Merrie Christmas’; Goodyear 
Tire & Rubber Co. v. Robertson, 25 F. (2d) 888, 1928 C. D. 225 
[18 T.-M. Rep. 270], involved diamond shaped projections on the 
treads of automobile tires. In each of the above cases registration 
was denied because the mark was an integral part of the merchan- 
dise. 

In this court we have held in In re Dennison Manufacturing 
Co., 17 C. C. P. A. (Patents) , 89 F. (2d) 720 [20 T.-M. Rep. 
172], that an urn-shaped figure forming a patch for a shipping tag 
could not be made the subject matter for a trade-mark and there 
said: 





“It is well settled that the configuration of an article having utility 
is not the subject of trade-mark protection. Adams v. Heisel (C. C.) 
31 F. 379; Davis v. Davis (C. C.) 27 F. 490; Nims on Unfair Competition 
and Trade-Marks, § 195. 

“Appellant concedes the correctness of this doctrine as applied to 
articles, but apparently contends that it does not apply to a part of an 
article, even though such part performs a useful function. We see no 
distinction in principle. If one may secure a valid trade-mark upon the 
shape or configuration of an essential part of an article, it would permit 
monopolies never intended to be protected by the common law relating to 
trade-marks, or by statutes governing their registration. 

“In the case at bar, appellant affixes nothing to the patch, and if the 
patch, which is conceded to have utility, be removed, there would be noth- 
ing left of the trade-mark. 


The decision of the Commissioner of Patents is affirmed. 
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Pinavup, Inc. v. Parrumerie J. Lesquenpiev (Societe ANoNYME) 
United States Court of Customs and Patent Appeals 
December 19, 1930 


Trape-Marxs—CaNCELLATION—“Pinaup” AND Friorat Desicn ann “Prxo- 

FLor” For Perrumes—Non-ConFuictinc Marks. 

A mark consisting of the word “Pinoflor” held not to be confus- 
ingly similar to a mark consisting of the words “Ed. Pinaud,” accom- 
panied by the device of a basket of flowers, both marks being used 
on perfumery and toilet articles, inasmuch as, notwithstanding the 
similarity in pronunciation of the first two syllables of the respective 
marks, the marks as a whole are too far apart in sound and appear- 
ance to cause confusion. 


Appeal from a decision of the Commissioner of Patents in a 


cancellation proceeding. Affirmed. For the Commissioner’s deci- 
sion, see 19 T.-M. Rep. 124. 


Hoguet and Neary, Daniel L. Morris, of New York City, 
(M. S. Rupert and Martin T. Fisher, of Washington, 
D. C., of counsel) for appellant. 


Mock and Blum (Charles R. Allen of counsel) all of Wash- 
ington, D. C., for appellee. 


Hatrietp, J.: This is an appeal, in a trade-mark cancella- 
tion proceeding, from the decision of the Commissioner of Patents 
affirming the decision of the Examiner of Interferences dismissing 
appellant’s application for the cancellation of the registration of 
appellee’s trade-mark “Pinoflor’” for use on perfume, toilet water, 
face powder, talcum powder, lotion for the skin and hair, brillian- 
tine, sachet, bath salts, and dentifrices. 

Appellee’s trade-mark was registered November 9, 1926, on 
an application filed July 14, 1926. 

In its petition for cancellation, appellant claimed ownership 
of the following registrations: 


No. 225,667 of March 22, 1927. 

No. 14,187 of March 22, 1887, renewed March 22, 1917. 
No. 14,211 of March 29, 1887, renewed March 29, 1917. 
No. 219,713 of October 19, 1926. 

No. 220,778 of November 16, 1926. 





j 
13 
{ 3 




























PINAUD, INC. V. PARFUMERIE J. LESQUENDIEU 41 


The record, also,-contains many other registrations issued to 
appellant or its predecessors, prior to the date of appellee’s appli- 
cation for registration of its mark. 

In May, 1877, the predecessor of appellant registered a com- 
posite mark consisting of a small basket of flowers placed in the 
lower part of a circle. The words “A la Corbeille Fleurie” and 
the words “Marque de Fabrique” appear above, and the words 
“Ed. Pinaud, Paris” appear below, the flowers. 

Appellant’s predecessor also registered the following trade- 
marks for use on perfumery and toilet preparations: the words 
“A la Corbeille Fleurie,’ a composite trade-mark consisting of a 
pictorial representation of a basket of flowers accompanied by the 
words “Ed. Pinaud, Paris;” the words “Ed. Pinaud” in script, 
representing an autograph signature of Ed. Pinaud; and the words 
“Lilas de France.” 

With the exception of the registered trade-marks “A la Cor- 
beille Fleurie” and “Lilas de France” the words “Ed. Pinaud” 
are the dominant feature of each of these registrations. 

It appears from the record that appellant has expended large 
sums of money in advertising its trade-marks and has sold its 
goods in large quantities throughout the United States for many 
years prior to the use by appellee of its trade-mark; that the origin- 
ator of appellant’s business was a person by the name of Ed. 
Pinaud, from whom appellant derives its corporate name; that the 
word Pinaud is pronounced Péno, although it is frequently pro- 
nounced (as it was by one of appellant’s employees and witnesses) 
as if it were spelled Pénod; and that appellant’s goods are sold to 
jobbers, wholesale druggists, department stores, retail drug stores, 
mail order houses, barber shops, etc. 

The witness, George Panopulo, general manager of appellant, 
stated that, while he had never heard of any confusion resulting 

from the use by appellee of its trade-mark, he thought there would 
be and that appellant might be damaged for the following reasons: 


“Because of the mis-spelling of the word ‘Pinaud’ as ‘Pino’ which is 
confused with our trade-name ‘Pinaud,’ which is pronounced the same 
thing, and when we pronounce ‘Pinoflor’ it is something which indicates 
‘Pino Flower.’ Now ‘flor’ as translated in English means ‘flower’ from the 
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Spanish or Portuguese expression of flower, and even in English when you 
say ‘Pinoflor’ you say ‘flower’ which means ‘Pinaud’s flower.’ The public 
and the trade is educated for all of these thirty years, or rather twenty-five 
years of my connection with Pinaud to call all our products or rather to 
pronounce our products ‘Pino flowers,’ that is, associated in our products 
as labels, etc.” 


It also appears from the record that the goods on which the 
parties use their respective trade-marks possess the same descrip- 
tive properties, and, although appelleee presented no evidence, we 
may assume, for the purposes of this case, that its goods are sold 
in the same stores and to the same trade as are those of appellant. 

In his decision, holding that the marks of the parties were 
not confusingly similar and dismissing appellant’s petition for can- 
cellation, the Examiner of Interferences, among other things, said: 


“It appears to be the contention of the petitioner that the registrant’s 
mark ‘Pinoflor’ while appearing as a single word, is in fact composed of 
two foreign words, which on being analyzed and translated into the Eng- 
lish language have the same significance as the mark of the petitioner, 
whose mark is alleged to consist essentially of the notation ‘Pinaud’ asso- 
ciated with a representation of flowers. The petitioner arrives at this 
conclusion by translating into the French language the first syllable or 
prefix ‘Pin’ of registrant’s mark in which language it means pine, and 
into the Spanish or Portuguese language the second syllable or suffix 
‘Flor’ meaning flowers. These two words when joined by the English in- 
terjection ‘o, to form a single word, as it is contended the registrant has 
done, mean pine flower’s or ‘flowers of pine,’ which it is alleged have sub- 
stantially the same meaning conveyed by petitioner’s mark comprised of 
the word ‘Pinaud,’ associated with flowers, in which the word ‘Pinaud’ is 
said to be pronounced as though it were spelled ‘Pino.’ 

* a * * * 


“It is thus seen that Pinaud is a family name or a surname and as 
such, it is believed, does not suggest ‘pine’ as interpreted by the petitioner. 
Moreover, as previously stated, the record does not show that this name 
Pinaud alone has ever been associated with flowers, and used by the 
petitioner as trade-mark prior to applicant’s filing date. 

“It is the contention of the petitioner, however, that the word ‘Pinaud’ 
is the dominant part of the notation Ed. Pinaud or Edouard Pinaud and 
that the association of this dominant part of the notation with a represen- 
tation of flowers is the particular feature of petitioner’s mark that is 
infringed by the mark ‘Pinoflor’ of the registrant. This contention is 
clearly without force. It is not believed that anyone, even if he be familiar 
with the languages, French, Spanish or Portuguese, and English, necessary 
to translate and analyze this mark in the manner indicated by the peti- 
tioner, would confuse this mark with any of the marks, or parts thereof, 
relied upon by the petitioner.” 


The decision of the Examiner of Interferences was affirmed 
by the Commissioner of Patents. 
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It is contended by counsel for appellant that appellee’s trade- 
mark is really nothing more than a phonetic spelling of the word 
“Pinaud;” that the mere addition of a suffix to an existing trade- 
mark is not sufficient to differentiate the new mark from the old; 
and that the addition by appellee of “Flor” to “Pino” enhances 
the possibilities of confusion, because of the use by appellant 
in some of its composite trade-marks of pictorial representations 
of baskets and sprays of flowers. 

On the other hand, counsel for appellee contends that the 
trade-marks of the parties are wholly dissimilar in appearance, 
sound, and meaning; and that the use by appellee of its mark will 
not result in damage to appellant. 

After careful consideration of the record and the arguments 
of counsel, we are of opinion that the tribunals of the Patent Office 
reached the right conclusion. Nor, in so holding, are we unmindful 
of the well established rule that, in a close case, doubt should be 
resolved against the newcomer. Whether appellant’s mark be con- 
sidered as “Ed. Pinaud” or as “Pinaud,” alone or used in connec- 
tion with pictorial representations of flowers, we are unable to 
reach any conclusion other than that the trade-mark “Pinoflor’” of 
appellee, is wholly dissimilar in sound and in appearance to any 
of those of appellant. Furthermore, it would require reasoning of 
great refinement, technical translation of foreign words and parts 
thereof, and considerable imagination to conclude that appellee’s 
mark is confusingly similar in meaning to any of the trade-marks 
of appellant. We may not assume that the American public will 
deceive itself and thereby injure appellant by indulging in such 
mental exercise. Apex Electrical Mfg. Co. v. Landers, Frary & 
Clark, 17 C. C. P. A. (Patents) , 41 F. (2d) 99 [20 T.-M. 
Rep. 321]. 

We are of opinion that the trade-marks of the parties are not 
confusingly similar; that the use by appellee of its trade-mark will 
not result in injury or damage to appellant; and that, although 
appellant had used its trade-mark for many years prior to the 
adoption and use by appellee of its trade-mark, nevertheless, ap- 
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pellee was entitled to use its mark on its goods at the time it filed 
its application for registration. 
The decision is affirmed. 


American Fruit Growers, INc. v. JoHN BraapitaNnp, Lp. ~ 
United States Court of Customs and Patent Appeals 7 
December 19, 1930 


Trapr-Marks—CaNnceLLaTION—ReEs ADJUDICATA. 

In a suit brought to cancel the registration of the words “Blue 
Goose” as a trade-mark for canned fish on the ground of prior use 
on fresh and canned fruits and vegetables, nuts, figs and dates, where 
it appeared that the same issues were, or could have been presented 
in an opposition suit between the parties when appellees mark was 
registered, the decision dismissing appellant’s opposition, held res 
adjudicata, and the Commissioner’s decision dismissing the suit for 
cancellation was affirmed. 
Appeal from a decision of the Commissioner of Patents dis- 


missing a suit for cancellation. Affirmed. 


R. T. M. McCready (Chas. R. Allen of counsel), both of 
Washington, D. C., for appellant. 

Edward T. Fenwick, Edward G. Fenwick, Charles R. Fen- 
wick, of Mason, Fenwick and Lawrence, of Washington, 


D. C., for appellee. 


Hartrietp, J.: This is an appeal, in a trade-mark cancella- 
tion proceeding, from the decision of the Commissioner of Patents 
affirming the decision of the Examiner of Interferences dismissing 
appellant’s application for the cancellation of appellee’s registra- 
tion No. 233,557, issued October 4, 1927, for the trade-mark “Blue 
Goose” for use on canned fish. 

It was claimed by appellant in its application for cancellation 

that it and its predecessor had used the words “Blue Goose,” ap- 
pearing immediately above a pictorial representation of a “blue 


aa goose,” as a trade-mark since 1918; that its mark was registered 


in the year 1919, for use on fresh fruits and vegetables; that, 
since the year 1923, appellant had used its trade-mark on nuts, 
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figs, dates, and canned fruits; that, on April 27, 1926, it registered 
its “Blue Goose” trade-mark for canned fruits and vegetables; 
that the goods of the parties possess the same descriptive prop- 
erties; that appellant has expended over a half million dollars 
in advertising its trade-mark; that its goods are sold in enormous 
quantities throughout the United States; and that appellant deems 
itself injured by the registration of the words “Blue Goose” to 
appellee. 

In its answer, appellee alleged that the issues presented by 
appellant’s application for cancellation were adjudicated in April, 
1927, in opposition No. 6,648, American Fruit Growers, Inc. v. 
John Braadland, Ltd. [16 T.-M. Rep. 409]; that the issues pre- 
sented by the petition for cancellation were, or could have been, 
raised in the opposition proceeding; and that, as the parties were 
the same, and, as no appeal was taken from the final decision 
dismissing appellant’s notice of opposition in that case, appellant 
is barred by the doctrine of res adjudicata from presenting any of 
those issues in this proceeding. 

Thereafter, in October, 1928, appellee filed a motion in the 
Patent Office to dismiss appellant’s petition for cancellation of 
appellee’s registration. 

In his decision, holding that the final decision in opposition 
No. 6,648 was conclusive as to every question that was or might 
have been presented therein and dismissing the petition for can- 
cellation, the Examiner of Interferences, among other things, 
said: 

“In this opposition the parties were the same and the marks were 
the same, and the judgment entered was a final one in favor of the 
applicant’s right of registration. 

“In the present proceeding the attack on the right of registration is 
based on the same statutory ground that was urged in Opposition No. 
6648, namely, the confusion in trade clause of Sec. 5, which includes the 
questions of resemblances of the marks and the descriptive properties of 
the goods. The only difference between the attack set up in Opposition 
No. 6648 and the one set up in the present proceeding is in the specific 
goods relied upon. In that opposition prior use was alleged only on 
citrus fruits, namely, oranges, lemons, and grapefruits and on deciduous 
fruits, namely, cantaloupes, while in the present cancellation proceeding 


prior use on certain canned goods, namely, canned fruits and vegetables 
is relied upon in addition to certain citrus and deciduous fruits, as the 
ed 


46 TWENTY-ONE TRADE-MARK REPORTER 


goods on which petitioner has used its mark. Moreover, it is noted that 
use of the mark by petitioner for these additional goods is claimed from 
a time prior to the filing of the notice of opposition—No. 6648.” 


The decision of the Examiner of Interferences was affirmed 
by the Commissioner of Patents. 

It is claimed by counsel for appellant that, although it was 
the owner of the mark at the time it filed its notice of opposition— 
No. 6,648—and had used it on canned fruits for several years 
prior thereto, it had not at that time obtained a registration of 
the mark for such use, and, therefore, did not plead in its notice 
of opposition its right to use its mark on such fruits; and that, 
as this issue was not raised by it in the opposition proceeding, 
the doctrine of res adjudicata is not applicable to the issues now 
before the court. 

In the case of Williams Oil-O-Matic Heating Corp. v. The 
Butler Company, 17 C. C. P. A. (Patents) 934, 39 F. (2d) 693 
[20 T.-M. Rep. 179], this court reviewed the authorities on the 
subject and held that the doctrine of res adjudicata was applicable 
to proceedings of a judicial character in the Patent Office; and 
that such issues as were, or might have been, presented in an 
opposition proceeding in the Patent Office were barred, by the 
doctrine of res adjudicata, from again being presented in a can- 
cellation proceeding between the same parties. 

In the case at bar, counsel for appellant not only admits, but 
it was alleged in appellant’s petition for cancellation, that it had 
used its trade-mark on canned fruits since the year 1923. Further- 
more, its application for registration of its trade-mark for use 
on canned fruits was filed in the Patent Office on July 9, 1925, 
nearly two months before its notice of opposition was filed in 
the opposition proceeding and nearly two years before final deci- 
sion in that case. It is obvious, therefore, that the issues presented 
in appellant’s petition for cancellation were, or might have been, 
presented by it in Opposition No. 6,648. Accordingly, applying 
the doctrine of res adjudicata, the decision in the opposition pro- 
ceeding is final and conclusive of the issues now before us. 

For the reasons stated the decision is affirmed. 











KOTEX COMPANY V. CLARENCE M. MC ARTHUR 


Korex Company v. CLarENcE M. McArtuvur 
United States Court of Customs and Patent Appeals 
December 19, 1930 


Trapve-Marxs—ConFuictinc Terms—“Korex” ann “Rorex” on Sanitary 
APPLIANCES. 
The use of the word “Rotex” as a trade-mark for vaginal syringes 
held liable to confuse purchases as to origin of the goods, in view of 
the prior use of the word “Kotex” for sanitary napkins. 





On appeal from a decision of the Commissioner in a trade- 
mark opposition. Reversed. For the Commissioner’s decision, see 


19 T.-M. Rep. 178. 


Fisher, Clapp, Soans and Pond, of Chicago, IIll., and Thomas 
L. Mead, Jr., of Washington, D. C. (Brown and Phelps, 
of Washington, D. C., of counsel), for appellant. 

Barthel and Barthel, of Detroit, Mich. (Theodore K. Bryant, 
of Washington, D. C., of counsel), for appellee. 


, 4 Hatrietp, J.: This is an appeal, in a trade-mark opposition 
proceeding, from the decision of the Commissioner of Patents 
affirming the decision of the Examiner of Interferences dismissing 
the opposition of appellant and adjudging appellee entitled to the 
registration of the trade-mark “‘Rotex” for use on vaginal syringes. 
Appellant’s trade-mark consists of the word “Kotex.” It was 
registered on September 21, 1920, and has been continuously and 
extensively used by appellant and its predecessor since the year 
1919, as a trade-mark on catamenial bandages—sanitary napkins. 
It appears from the record that appellant has expended large 
sums of money in advertising its trade-mark and that its goods 
are used extensively by women throughout the United States. 
Appellee has used its trade-mark “Rotex” on vaginal syringes 
since September 10, 1927. 
The depositions of several witnesses were submitted to the 
tribunals below on behalf of appellant. It appears therefrom that 


Seas i 


ik 


the goods of the contending parties are sold in the same stores; 
are put up in similar packages; and are used by women for 
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hygienic purposes. Several of the witnesses for appellant were 
women who testified that, as the goods of the parties were articles 
of women’s hygiene and as the marks closely resemble one another, 
they were of opinion that purchasers would assume that the goods 
on which the two marks were used had a common origin. 

Appellee offered no evidence. 

Upon this record, each of the tribunals below held that the 
goods of the parties did not possess the same descriptive properties, 
and that, due to the dissimilarity of the goods together with the 
fact that the marks were not identical, the use by appellee of 
the mark “Rotex” on vaginal syringes would not cause confusion 
and mistake in the mind of the public or deceive purchasers, and 
that appellee was entitled to have its trade-mark registered. 

It is contended by counsel for appellant that the goods of the 
contending parties are related articles of commerce; that they are 
sold in the same stores; that they are advertised side by side in 
papers and periodicals; that they are concurrently and conjointly 
used; that they are goods of the same descriptive properties; that 
the mark “Rotex” is confusingly similar to appellant’s mark 
“Kotex’’; and that the use by appellee of the mark “Rotex” would 
cause confusion and mistake in the mind of the public as to the 
origin of the goods of the parties. 


Counsel for appellee contends, however, that vaginal syringes 
and catamenial bandages are not related in any manner; that 
they are not used conjointly; that they do not possess the same 
essential characteristics; that they are not used for the same 
purposes; and that they do not possess the same descriptive 
properties. 


It is true that the goods of the contending parties are not made 
of the same materials, and it may also be true that they do not 
possess, in the entirety, exactly the same essential characteristics. 
They may not, strictly speaking, be interrelated, or used conjointly, 
as argued by counsel for appellee, nevertheless, they are both used 
by women for hygienic purposes and are closely associated and 
related, not only in use, but in the minds of those enjoying the 
comforts and beneficial results produced by them. 
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The mark of appellee, designedly or otherwise, closely simu- 
lates the mark of appellant. 

The goods of the parties are put up in similar packages and 
are sold in the same stores, and although a purchaser would not 
mistake the goods of appellant for the goods of appellee, it is not 
far-fetched or unreasonable to suppose that she would likely be 
confused as to the origin of the two articles and conclude that 
they were produced by the same concern. Furthermore, it is well 
established that, in a close case, doubt should be resolved against 
the newcomer. 

We conclude that the goods of the parties possess the same 
descriptive properties within the principles announced by this court 
in the following cases: California Packing Corporation v. Tillman 
& Bendel, 17 C. C. P. A. (Patents) 1048, 40 F. (2d) 108 [20 
T.-M. Rep. 238]; B. F. Goodrich Co. v. Hockmeyer (Zip-on Mfg. 
Co., Substituted), 17 C. C. P. A. (Patents) 1068, 40 F. (2d) 99 
[20 T.-M. Rep. 205]; Sun-Maid Raisin Growers of California v. 
American Grocer Co., 17 C. C. P. A. (Patents) 1034, 40 F. (2d) 
116 [20 T.-M. Rep. 300]; Cheek-Neal Coffee Co. v. Hal Dick 
Mfg. Co., 17 C. C. P. A. (Patents) 1103, 40 F. (2d) 106; Cluett, 
Peabody § Co., Inc. v. Hartogensis (Arrow Emblem Co., Inc., 
Substituted), 17 C. C. P. A. (Patents) 1166, 41 F. (2d) 94 [20 
T.-M. Rep. 452]; that the involved trade-marks are confusingly 
similar; that the use by appellee of its mark “Rotex” on goods 
of the same descriptive properties as those on which appellant has 
long and extensively used its trade-mark “Kotex” would be likely 
to cause confusion and mistake in the mind of the public and 
deceive purchasers; and that, therefore, appellee is not entitled 
to have its mark registered. 
The decision is reversed. 
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Sxookum Packers Association v. Paciric NorTHWEST 
CaNNING CoMPANY 


United States Court of Customs and Patent Appeals 
December 19, 1930 


Trape-Marxs—Fresu Fruits anp CaNNED Fruits anp VEGETABLES—GoOoDS 
or Same Descriptive Properties. 

Fresh fruits held to be of same descriptive properties as canned 
fruits and vegetables. 

Trape-Marxs—RecistaaTion—Errect oF AssIGNMENT OF Mark to Ap- 

PLICANTS PREDECESSOR. 

Where in an opposition to the registration of an Indian head for 
canned fruits and vegetables, on the ground of opposer’s prior use 
and registration of a similar mark for fresh fruits, applicant cited an 
assignment by opposer to applicants’ predecessor of all rights in and 
to the mark as applied to canned fruits and vegetables, it was held 
that such assignment did not estop appellant to oppose the application, 
and that the mark should not be registered. 

Appeal from a decision of the Commissioner of Patents dis- 
missing a trade-mark opposition. Reversed. For the Commis- 


sioner’s decision, see 19 T.-M. Rep. 185. 


Eugene E. Stevens, of Washington, D. C. (Edward D. Jones 
and Albert L. Jacobs, both of Chicago, IIll., of counsel), 
for appellant. 

George C. Shoemaker and Harry F. Riley, both of Washing- 
ton, D. C., for appellee. 


Lenroot, J.: This is an opposition proceeding filed by ap- 
pellant against an application of appellee, filed December 8, 1926, 
for registration of a trade-mark. The opposition is predicated 
upon the confusion in trade clause of section 5 of the Trade-mark 
Act of 1905. 


The mark sought to be registered comprises a grotesque repre- 
sentation of the head of an Indian, with a rather peculiar head 
dress. The goods for which the registration is sought consists of 
canned fruits and vegetables. 

The opposition is based upon the prior use by appellant and 
its predecessor in business, applied to fresh fruits and particularly 
apples, of substantially the same mark sought to be registered by 
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appellee. The Examiner of Interferences in his decision states 
that appellant registered in the Patent Office substantially the 
same mark as that applied for by appellee, that said registration 
was issued March 18, 1919, No. 124,866, and that said mark was 
registered for fresh fruits. There is no evidence rebutting this 
finding of registration, and we must accept it as a fact. 

It is admitted by appellee, and the testimony shows, that 
the appellant and its predecessor have continuously used a mark, 
substantially the same as that shown in appellee’s application, 
for fresh fruits prior to use of the mark by appellee for canned 
fruits, preserves and canned vegetables. 

Both parties took testimony. 

Appellee relies principally upon evidence introduced in sup- 
port of the fifth paragraph of its answer to the notice of opposi- 
tion, which reads as follows: 


“Applicant avers that on or about the seventeenth day of September, 
1918, by an instrument in writing duly made and executed, the opposer 
duly assigned, sold and transferred to Puyallup & Summer Fruit Growers’ 
Canning Company, a corporation of the State of Washington, all its right, 
title, and interest in and to the use of the trade-mark now sought to be 
registered, upon jams, jellies, preserves, juices, evaporated products, 
canned products, and all other forms of manufactured or processed fruits 
and vegetables, including any and all of the by-products thereof, and the 
good-will of the business relating thereto.” 

It was contended before the Patent Office, and is contended 
here, that by virtue of certain assignments introduced in evi- 
dence, appellant is estopped to oppose the registration here in 
question. The assignment executed by appellant purports to grant 
to appellee’s predecessor any rights it may have to use the trade- 
mark “Skookum” upon jams, jellies, preserves, juices, evaporated 
products, canned products, etc., reserving and retaining all rights 
for the use of the trade-mark in connection with apples, pears 
and other fresh fruits. Attached to the assignment is a copy of 
the trade-mark, which includes the Indian head here sought to 
be registered. 


The Examiner of Interferences found that appellant was the 
prior user of the mark here in question, that the marks are sub- 
stantially the same, that they are used upon goods of the same 
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descriptive properties, that said assignments could not be con- 
sidered in determining the right of registration of appellee’s 
mark, and that its registration would be likely to cause confusion 
in trade or to deceive purchasers. He therefore sustained the 
notice of opposition and denied appellee’s application for regis- 
tration. 

Upon appeal from this decision, the Commissioner of Patents 
did not expressly pass upon the question of whether the goods 
to which the marks were applied by the respective parties were 
of the same descriptive properties, but held that, whether the 
assignments in question had any validity as a transfer of any legal 
rights from appellant to appellee, they at least constituted an 
abandonment of the trade-mark insofar as it applied to the goods 
to which appellee applied the mark, and evidenced acquiescence 
by appellant in the use of the mark, to the extent indicated, by 
appellee’s predecessor. Upon this theory, the Commissioner held 
that appellant was estopped to object to the use of the mark by 
appellee upon canned fruits and vegetables, and, being so estopped, 
that it was also estopped to object to the registration applied for. 
The Commissioner, in his decision, states: 


“In the present case, as above noted, the opposer is estopped to object 
to the use of a mark by applicant. Being so estopped, it is deemed that 
it is also estopped to object to the registration. There being no evidence 
of any confusion between the goods of the respective parties, notwith- 
standing applicant has used the mark on its goods for several years, it is 
not deemed this office should now refuse registration on the ground that 
confusion would be likely.” 


The Commissioner, for the reasons stated, reversed the Ex- 
aminer of Interferences, and from such decision appellant takes 
this appeal. 


That fresh fruits and canned fruits and vegetables are goods 
of the same descriptive properties is well established. California 
Packing Corporation v. Tillman § Bendel, Inc., 17 C. C. P. A. 
(Patents) —, 40 F. (2d) 108 [20 T.-M. Rep. 238]; Cheek-Neal 
Coffee Co. v. Hal Dick Mfg. Co., 17 C. C. P. A. (Patents) —, 
40 F. (2d) 106; Reid Murdoch & Company v. Fillmore Citrus 
Fruit Association, 151 M. D. 452 [17 T.-M. Rep. 250]. 
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Appellee, however, relies chiefly upon its contention that, as 
was held by the Commissioner of Patents, appellant, because of 


the purported assignments above referred to, is estopped to object 
to the registration applied for. 


Much of the argument of counsel for the respective parties 
was directed to the question of whether the alleged assignments 
included the use of the representation of the Indian head here 
in question, or only the use of the name “Skookum.” 

In view of the conclusion which we have reached, it is unneces- 
sary for us to consider the validity of said assignments or their 
effect if valid, either as a transfer of part of the trade-mark rights 
of appellant or as an abandonment of a part of such rights. 

It may well be that, in a suit in equity between the parties, 
appellee may successfully invoke the doctrine of estoppel against 
appellant, but the registration of a trade-mark is a statutory 
proceeding and the statute governs the rights of the parties so 
far as registration is concerned. 


Section 7 of the Trade-mark Act of 1905 reads, in part, as 
follows: 


“Whenever application is made for the registration of a trade-mark 
which is substantially identical with a trade-mark appropriated to goods 
of the same descriptive properties, for which a certificate of registration 
has been previously issued to another, or for registration of which another 
has previously made application, or which so nearly resembles such trade- 
mark, or a known trade-mark owned and used by another, as, in the 
opinion of the commissioner, to be likely to be mistaken therefor by the 
public, he may declare that an interference exists as to such trade-mark, 
and in every case of interference or opposition to registration he shall 
direct the examiner in charge of interferences to determine the question 
of the right of registration to such trade-mark, and of the sufficiency of 
objections to registration, in such manner and upon such notice to those 
interested as the commissioner may by rules prescribe. (Italics ours.) 

“The commissioner may refuse to register the mark against the regis- 
tration of which objection is filed, or may refuse to register both of two 
interfering marks, or may register the mark, as a trade-mark, for the 
person first to adopt and use the mark, if otherwise entitled to register 
the same, unless an appeal is taken, as hereinafter provided for, from his 
decision, by a party interested in the proceeding, within such time (not 
less than twenty days) as the commissioner may prescribe.” 


We call attention to two mandatory provisions of this section. 
The Commissioner shall direct the Examiner in charge of inter- 
ferences to determine the question of 
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(1) the right of registration to such trade-mark, and 

(2) the sufficiency of objections to registration. 
Under this language it is the duty of the officials of the Patent 
Office to determine not only whether an opposer has made valid 
objections to an application for registration, as to which it may 
be that estoppel can be invoked, but the duty is also imposed of 
determining the right of registration of the trade-mark against 
which the objection is filed. 

In the case of California Cyanide Co. v. American Cyanamid 
Co., 17 C. C. P. A. (Patents) —, 40 F. (2d) 1003 [20 T.-M. Rep. 
447], this court, speaking through Judge Hatfield, said: 


“Section 7 of the Trade-Mark Act of February, 1905 (15 USCA § 87), 
provides that . . . . in every case of interference or opposition to 
registration he [the Commissioner of Patents] shall direct the examiner 
in charge of interferences to determine the question of the right of regis- 
tration to such trade-marks, and of the sufficiency of objections to registra- 
tion. . . . (Italics ours.) Accordingly, the Patent Office tribunals 
may, in an opposition proceeding, dispose of any question relating to the 
proposed registration that might properly arise in an ex parte case. In 
re Herbst 32 App. D. C. 565 [6 T.-M. Rep. 137].” 

The case of Bookman v. Oakland Chemical Co., 17 C. C. P. A. 
(Patents) —, 40 F. (2d) 1006 [20 T.-M. Rep. 261], is to the 
same effect. 

Therefore, granting that the defense of estoppel would lie 
against objections raised by appellant opposer, nevertheless, it 
was the duty of the Patent Office to determine the right of regis- 
tration, as in an ex parte case, upon the facts before the Patent 


Office. There was before that office, irrespective of any evidence 


introduced by opposer, appellee’s application describing its mark 
and specifying the goods to which it is applied, appellant’s prior 


registration of its mark and a description of the goods to which 
it was applied. If it is found that the goods to which the respec- 
tive marks were applied are of the same descriptive properties, 
and that appellee’s mark so nearly resembles that of appellant 
as to be likely to cause confusion or mistake in the mind of the 
public or to deceive purchasers, there can be no right of registra- 
tion of appellee’s mark as applied for so long as appellant’s regis- 
tration of its mark stands. 
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In the case of Bookman v. Oakland Chemical Co., supra [20 
T.-M. Rep. 261], this court said: 


“ 


nor are the Patent Office tribunals limited, in an op- 
position proceeding, to a consideration of the precise questions presented 
in a notice of opposition. On the contrary, in such a proceeding, they 
may dispose of any question relating to the proposed registration that 
might properly be considered in an ex parte case.” 


In the case of California Packing Corporation v. Tillman & 
Bendel, supra [20 T.-M. Rep. 447], this court held that: 


“ 


. The goods being of the same descriptive properties, 
so that the registration of the proposed trade-mark will lead to confusion, 
the statue requires that registration be denied, irrespective of other legal 
rights between the parties. (Italics not quoted.)” 


We are clear that the goods to which the marks of appellant 
and appellee are applied have the same descriptive properties; 
that appellee’s mark so nearly resembles that of appellant as to 
be likely to cause confusion or mistake in the mind of the public, 
and therefore appellee has no right to have registered the mark 
applied for, and its application must be denied. 

Nothing in this opinion should be construed as implying that 


appellee has not the right to use its mark; our decision is based 
wholly upon the question of the right to register, and not the 
right of appellee to use its mark. The mandate of the statute is 
plain, and parties cannot, by their conduct or by any agreement, 
confer upon the Commissioner of Patents the power to do that 
which the law forbids. 

The decision of the Commissioner of Patents is reversed. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Cancellation—E stop pel 


Kinnan, F. A. C.: Held that the Brockton Shoe Manufac- 
turing Company, Inc., had not shown sufficient interest in the 
matter as would entitle it to apply for cancellation of the regis- 
tration of certain trade-marks issued to Berenice Brown, and 
now said to be owned by Trustees for Arch Preserver Shoe Patents. 
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The ground of these decisions is that, when the present 
petitioner for cancellation, the Brockton Shoe Manufacturing Com- 
pany, sought to register the trade-marks relied upon by it in the 
proceeding, opposition was made by the respondent here and that 
in the answer to that proceeding the present petitioner, the then 
applicant, denied that there was confusion or that the marks were 
confusingly similar and, in view of that record, it cannot be now 
permitted to argue the contrary. 

In his decision, in case No. 1824, after stating the facts as 
above noted, the First Assistant Commissioner said: 


“In its answer in the opposition proceedings, the applicant there 
denied that there was probable confusion or that the marks were con- 
fusingly similar. It is believed that this contention on behalf of the 
applicant there estops it from now contending that the trade-marks are 
confusingly similar or that there exists probable confusion. ‘This con- 
clusion is regarded as sufficient to dispose of the case at bar.” 


Then, after stating that both parties took testimony, that the 
trade-mark registered by Berenice Brown was first used in 1915 
or 1916 and has been continuously used ever since and noting the 


petitioner's argument that no use of the mark had ever been made 
either by the registrant or by the trustees, but only by two inde- 
pendent manufacturers who are alleged to be licensees of the 
trustees, and therefore neither the registrant nor the trustees ever 
acquired title, and stating that a decision on that question would 
be made but for the fact that petitioner had shown no probable 
damage nor any facts in support of damage by the registration, 
he said: 


“It is believed these circumstances do not constitute facts upon 
which damage to petitioner by the respondent’s registration can be 
predicated. If the petitioner’s mark, as alleged in the opposition, is 
so far dissimilar to that of the respondent that confusion is not probable, 
the petitioner has no further interest than many other shoe manufacturers 
in the question of whether the respondent’s registration was improperly 
obtained. If the petitioner’s mark is confusingly similar to that of the 
respondent, the petitioner entered the field long after the mark of the 
respondent had been in use and cannot assert any exclusive rights which 
would overlap upon those of the Selby and Wright companies and such 
others as may be using the mark of the respondent. (Citing decisions.)” 


*Brockton Shoe Mfg. Co., Inc. v. Brown, 156 M. D. 522, 523 and 524, 
November 22, 1930. 
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Conflicting Marks 


Kinnan, F. A. C.: Held that the applicant is not entitled 
to register as a trade-mark for coal, a mark described as consist- 
ing “in a plurality of blue specks of irregular size on the surface 
of the lumps, no claim being made to the lump of coal per se.” 

The ground of the decision is that opposer had previously used 
and registered as a trade-mark for coal, a mark consisting in color- 
ing the surface of some of the lumps of coal in the mass blue, 
and that applicant’s mark is so similar thereto that the contem- 
poraneous use of the two would be likely to cause confusion. 

In his decision, after stating how the opposer had used its 
mark, the First Assistant Commissioner said: 

“It is believed to be obvious enough that purchasers would be quite 
likely to also designate the applicant’s goods as ‘blue coal.’ From the 
specimens filed and the testimony presented it is deemed the Examiner 
of Interferences was fully justified in his conclusion that the goods of 
the respective parties, when viewed at such a distance that the general 
color effect of the entire mass would be observed, would appear to the 


average purchaser as quite similarly marked and confusion would be 


practically certain if the marks appeared upon the respective goods in 
the same market.” 


Then, after noting applicant’s argument that opposer’s regis- 
tration was invalid, because only an indiscriminate application of 
the color blue to the lumps of coal and that color alone cannot 
constitute a trade-mark and that the markings of the opposer’s 
exhibit do not correspond with the registered mark and that ap- 
plicant’s own mark consists of a plurality of blue dots or specks 


which form a polka-dot or freckled design quite different from 
opposer’s, he said: 


“It is not necessary to here consider any of these contentions of the 
applicant since they are outside the issue raised in the case at bar (citing 
decisions). The opposer has shown in his specimens, supported by the 
testimony filed, that it has used from a date prior to the applicant’s 
adoption of its mark a variegated irregularly spotted blue color effect 
upon coal, and the applicant, a later comer, has adopted substantially 
the same color and applied it in the form of irregular specks so as to 
produce upon the coal when viewed in mass much the same general effect 
as produced by the opposer’s irregular coloring.” 


*The Delaware, Lackawanna & Western Coal Co. v. Blackwood Coal 
& Coke Co., 156 M. D. 520, November 19, 1930. 
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Moorg, A. C.: Held that applicant is not entitled to register 
the term ‘“Tauresal’”’ as a trade-mark for medicinal tablets in view 
of the prior use by opposer of the term “Taurocol” as a trade- 
mark for the same goods. 

In his decision, after noting that the opposer in its notice of 
opposition had alleged use of the word “Torocol” instead of 
“Taurocol” and the holding of the Examiner of Interferences that 
even if the latter word had been pleaded the opposer could not 
qualify since that word is descriptive of the goods, and referring 
to a decision of the Court of Customs and Patent Appeals (Cali- 
fornia Cyanide Company v. American Cyanamid Company, 399 
O. G. 212, 40 F. (2d) 1003 [20 T.-M. Rep. 447]) that it was 
not necessary in order to sustain an opposition that the term 
used by the opposer be a registrable mark, the Assistant Com- 
missioner, with reference to the holding of descriptiveness and to 


opposer’s right to rely upon the use of the term “Taurocol,” said: 


“The authorized definition of the word ‘Taurocol’ is, ‘glue obtained 
from fleshings of a bull’s hide.’ Glue forms no part of opposer’s tablets. 
The objection might have been made that said word, if not descriptive of 
the opposer’s goods is deceptive, if the opposer had not placed upon 
the label bearing the trade-mark a formula indicating the ingredients of 
its medicinal tablets. It must be held, therefore, that said word, when 
associated with the opposer’s formula, is neither descriptive of the goods 
nor deceptive. 

* * * cm * 

“As to the objection that the opposer did not plead the mark 
‘Taurocol’ but instead thereof the mark ‘Torocol,’ the opposer contends 
that the two words constitute the same mark, ‘Torocol’ being a mere 
phonetic spelling of ‘Taurocol.” I am of the opinion that the word 
‘Torocol’ is a mere variant of ‘Taurocol.’” 


He then stated that the testimony showed that the opposer 
used the mark “Taurocol” as early as 1911; that the applicant 
adopted the mark “Tauresal” in 1913 and the opposer first used 
the term “Torocol” in 1915, and that it was also shown that 
applicant was aware of the opposer’s goods being on the market. 

Then, after stating that the question was as to the similarity 
of the two terms “Tauresal” and “Taurocol,” he said: 


“Both words have substantially the same sound, substantially the 
same appearance, and the primary meaning of both is derived from 
the Greek word ‘tauros.’ These silmiarities in my opinion establish likeli- 
hood of confusion.” 
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He further said: 


“It is believed that too little attention has been given in this case 
to the rights of the public. The members of the purchasing public should 
not be required to make an analytical examination and close comparison 
of trade-marks, nor to call to their aid trade-mark experts, in order to 
be able to trace the origin or ownership of the goods in which they are 
dealing. The dominant purpose of Section 5 of the Trade-Mark Act 
being the prevention of confusion and deception, the applicant when 
he adopted his mark, having the whole world to select from, should have 
adopted a mark which would have eliminated any likelihood of confusion.”* 


Descriptive Terms 


Kinnan, F. A. C.: Held that the applicant is not entitled 
to register, as a trade-mark for fertilizers, the notation ‘“Ni-Po- 
Phos,” in view of the prior adoption, use and registration by the 
opposer of the marks “Ammo-Phos’” and “Ammo-Phos-Ko.” 

The ground of the decision is that the marks of the respective 
parties are confusingly similar. 

In his decision, after noting that, as held by the Examiner 
of trade-mark interferences, it is a matter of common knowledge 


that commercial fertilizers contain nitrates, phosphates and potash 
compounds, and that the marks of both parties are highly sug- 
gestive of the ingredients, the First Assistant Commissioner, with 
reference to the citation in the applicant’s answer of prior regis- 
trations of marks including the notation “Phospho,’ said: 


“Without passing upon the question of the effect upon opposer’s 
rights of these prior registrations it will be sufficient to state that it is 
deemed the opposer is not entitled to prevent anyone else from adopting 
and using marks, as are opposer’s, built up of suggestive abbreviations 
of the names of some of the ingredients of the goods, provided such 
later adopted marks when viewed as a whole are not confusingly similar 
to those of the opposer.” 


Then, with reference to the question of similarity, he said: 


“In the instant case the last syllable of the applicant’s notation is 
identical with that of the opposer’s mark ‘Ammo-Phos’ and the middle 
syllable has the prominent sound of ‘O, which is also found in the 
opposer’s mark. The principal difference between these two marks resides 
in the first syllable, being ‘Ni in the applicant’s mark and ‘Am’ in 
the opposer’s mark. While these marks as actually used are somewhat 
dissimilar and are readily enough distinguished when placed side by side, 
yet they do possess many points of similarity, even of identity, and this 


*The Paul Plessner Co. v. Mallard, 156 M. D. 525, November 24, 1930. 
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is somewhat more noticeable when the notations are pronounced. It is 
believed reasonably probable a prospective purchaser, learning of the 
opposer’s trade-mark by oral communication, would readily be deceived 
when he heard the applicant’s trade-mark pronounced into thinking it 
was that of the opposer and be misled into purchasing the applicant’s 
goods for those of the opposer.”* 


Moorg, A. C.: Held that applicant is not entitled to register 
the word “Featherweight” as a trade-mark for roof slabs of 
concrete. 

In his decision, after stating that the Examiner based his 
decision on Ex parte Berger, 146 Ms. Dec. 85 [15 T.-M. Rep. 
823], in which it was held that the word “Featherweight” is 
descriptive of shirts, the Assistant Commissioner said: 


“The idea conveyed by the term ‘Featherweight’ is not that the object 
to which the term is applied is as light as a feather, but only that it 
is very light when compared with the other objects of the same kind or 
class. It is, of course, true that the term, when applied to applicant’s 
slab, does not signify that such slab is as light as a feather, but only 
that it is very light when compared with other concrete roof slabs, and 
this apparently Was the thought which the applicant sought to convey 
by the use of the term. The mark, therefore, is descriptive of the charac- 
ter or quality of the goods and, as such, is not registrable under the 
provisions of Section 5 of the Trade-Mark Act of February 20, 1905.”* 


Interference 


Kinnan, F. A. C.: Held that priority of adoption and use 
of the notation “Dining Car,’ as a trade-mark for coffee, should 
have been awarded to Chase & Sanborn and that Norwine Coffee 
Company is not entitled to register that mark for coffee. 

The ground of the decision is that Chase & Sanborn have 
proved adoption and use prior to the date when this mark was 
used by the predecessor of the Norwine Coffee Company. 

In his decision, after stating that the evidence on behalf 
of Chase & Sanborn establishes that it sold coffee in half-pound 
bags, one-pound bags and five-pound tins at least as early as 1905, 
mainly to certain railroads, and that a question had been raised 


‘American Cyanamid Co. v. Synthetic Nitrogen Products Corp., 156 
M. D. 536, November 28, 1930. 


‘Ex parte Federal Cement Tile Company, 156 M. D. 529, November 28, 
1930. 
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as to whether, in fact, there was a sale to any one but the rail- 
roads at this early date, the First Assistant Commissioner said: 


“In view of the fact that such companies would not be likely to 
purchase coffee in such small quantities as in half-pound to one-pound 
bags and also in consideration of the testimony . . . ., it seems a fair 
inference that Chase & Sanborn has established the sale of coffee under 
the notation here in issue to railroad companies and to others prior to 
the earliest date claimed by Norwine Coffee Company. It is not deemed 
necessary, however, that sales to others than the railroad companies 
named must be proved in order for Chase & Sanborn to prevail. If 
the mark were used as a trade-mark upon goods sold to the railroad 
companies as early as 1905, such sale would be sufficient to establish 
priority in favor of Chase & Sanborn.” 


He further found that this date of 1905 was earlier than 
any date claimed on behalf of the Norwine Coffee Company. 

With reference to the argument that the use by Chase & San- 
born was only as a grade mark, he said: 


“It is deemed settled law that the use of a notation solely to indicate 
grade or quality does not constitute trade-mark use. . . . It is noted, 
however, that it is equally settled that a manufacturer of a class of goods 
of different grades may use different trade-names, each of which indi- 
cates origin and ownership and at the same time a particular grade of 
his goods (citing decisions).” 


He then, after distinguishing the case from the case of The 
Touraine Co. v. F. B. Washburn Co., 309 O. G. 676, 52 App. D. C. 
356 [13 T.-M. Rep. 121], said: 


“It is deemed quite evident the notation, admitting it indicated grade 
or blend to the purchasers of the goods, would also necessarily indicate 
ownership or origin. So far as the record shows, no one else at that 
time was selling coffee with the name ‘Dining Car’ upon the containers 
and it is believed clear enough purchasers would note this mark or name 
and attach to it the significance of origin or ownership. To the extent 
the notation was a grade name it indicated the particular grade of 
Chase & Sanborn and not that the goods belonged to some well and 
previously known grade with which purchasers of and dealers in coffee 
were familiar.” 


Non-conflicting Marks 


Kinnan, F. A. C.: Held that applicant is entitled to register 
as trade-marks for fertilizers the terms “Am-Po-Nite” and “Am- 
Po-Nitrate,” notwithstanding the prior adoption, use and regis- 


*Chase & Sanborn v. Norwine Coffee Co., 156 M. D. 530, November 28, 
1930. 
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tration by opposer of the terms “Ammo-Phos’” and “Ammo- 
Phos-Ko” on the ground that the marks are not confusingly similar. 

In his decisions, after noting, as was held by the Examiner 
of Trade-Mark Interferences, that it is a matter of common knowl- 
edge that commercial fertilizers contain nitrates, phosphates and 


potash compounds, the nitrates being frequently in the form of 


ammonium salts, and stating that the marks of both parties were 
highly suggestive of the ingredients, and further noting that the 
applicant had set up in its answer registrations of marks for 
fertilizers including the words “Ammonia,” “Ammoniated” and 
“Ammolene,” the First Assistant Commissioner said: 


“Without passing upon the question of the effect upon opposer’s 
rights of these prior registrations it will be sufficient to state that it 
is deemed the opposer is not entitled to prevent anyone else from 
adopting and using marks, as are opposer’s, built up of suggestive 
abbreviations of the names of some of the ingredients of the goods, pro- 
vided such later adopted marks When viewed as a whole are not con- 
fusingly similar to those of the opposer. 

“It is held the applicant’s mark is so far dissimilar to those used 
by the opposer as to preclude any confusion of goods or their origin, 
notwithstanding the class of customers to whom the goods of both parties 
are sold.” 


‘American Cyanamid Co. v. Synthetic Nitrogen Products Corp., 156 
M. D. 533 and 534, November 28, 1930. 








